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TRADEMARK
Docket No. 302082400630

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTERNATIONAL CONSULTING SERVICES, Cancellation No.: 92032311
LTD. d/b/aICS TRAVEL
Consolidated with Opposition
Petitioner, No. 91124251

V. T I

010 0 0 A
CHEAP TICKETS, INC.
05-10-2004

U.S. Patent & TMOfc/TM Mail Rept Dt, #22

Respondent.

Commissioner for Trademarks
ANNN M 1T T
pA VIV L,IySl'dl DIT1IVE

Arlington, VA 22202-3513

RESPONSE TO ORDER TO SHOW CAUSE
On April 20, 2004, the Trademark Trial and Appeal Board (“Board”) issued an Order to

Show Cause why it should not enter judgment against Respondent Cheap Tickets, Inc. (“Cheap
Tickets” or “Respondent™) in light of Cheap Tickets having allowed Registration No. 2,021,844,
involved in the aforementioned cancellation proceedings (‘844 Registration”) to be cancetled
under Section 8 of the Trademark Act.! Pursuant to 37 C.F.R. 2.134(b) and Trademark Trial
Appeal Board Manual Of Procedure, Section 602.02(b), Cheap Tickets files this response to
show good cause why judgment should not be entered against it in connection with the ‘844
Registration. As is established in more detail below, the entry of judgment is not appropriate in
this case because Respondent has not abandoned the CHEAP TICKETS mark included in the

*844 Registration. In fact, Cheap Tickets filed a timely Section 8 affidavit in connection with the

! The Order to Show Cause does not pertain to Registration No. 2,021,749 (‘749
Registration™), for the word mark CHEAP TICKETS, INC., and which is also the subject of
these proceedings.
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‘844 Registration. See Declaration of Susan L. Crane (“Crane Decl.”) § 3 and Exh. A. Given the
timely filing of the Section 8 affidavit, the cancellation of the ‘844 Registration was an error by
the USPTO, which Respondent will seek to remedy through a petition to the Commissioner of
Patents and Trademarks. See id § 4.

Moreover, given that Petitioner’s allegations with respect to the ‘844 Registration and the
CHEAP TICKETS mark have been held by a federal court to be entirely lacking in merit and
warranting the imposition of sanctions against Petitioner, the entry of judgment against
Respondent with respect to the ‘844 Registration would be tantamount to a travesty and
miscarriage of justice.

On December 12, 2002, Respondent filed a timely Section 8 Affidavit of Continued Use
for the ‘844 Registration.” See Crane Decl. § 3 and Exh. A. The USPTO confirmed receipt of
the Section 8 filing through an electronic communication with Respondent and entered a notation
on the TEAS system stating “TEAS Section 8 Received”. See id | 3 and Exh. B. Respondent
did not hear further from the USPTO concerning the Section 8 filing. I1d.§4. It appears,
however, that on September 13, 2003, the USPTO erroneously cancelled the ‘844 Registration
for failure to file a Section 8 affidavit. /d. Exh. B. Respondent was not aware of the erroneous
cancellation of the ‘844 Registration until receipt of the Order to Show Cause on April 20, 2004.
Id. 4. In light of the fact that Respondent timely filed a Section 8 Affidavit of Continued Use,
rendering the subsequent cancellation an error, it would be inappropriate to enter judgment in
favor of Petitioner in this matter.

In addition, the utter lack of merit to Petitioner’s case and Petitioner’s misconduct in
pursuing the same claims asserted in the cancellation action in federal court provide further

support for the conclusion that there should be no entry of judgment for Petitioner on any

2 The Section 8 Affidavit submitted in connection with the ‘844 Registration erroneously
referenced U.S. Registration No. 2,021,749. When this error was detected by Respondent a few
days after the filing, Respondent confirmed with the Post Registration Branch of the USPTO that
it could be corrected through the filing of a letter explaining the error and providing the proper
registration number reference. Respondent submitted the requested letter on December 18, 2002.
See Crane Decl. § 3 and Exh. C.
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grounds in this case. Petitioner sought to intimidate Cheap Tickets into allowing Petitioner to
use the virtually identical designations of CHEAP TICKET and CHEAPTICKET.COM in
connection with its travel services to profit from Cheap Tickets’ success by creating both a
likelihood of and actual confusion among consumers. See Crane Decl., § 5. To that end, on July
18, 2001, Petitioner filed the instant petition to cancel the ‘844 Registration and the ‘749
Registration® on grounds the marks were merely descriptive and/or generic. See id. Petitioner
did not include any allegations of abandonment in its pleadings. On the same day, Petitioner
initiated a suit in the United States District Court for the Eastern District of New York, Civil
Action No. 01-4768 JS, on the same grounds (“Federal Action). See id., § 6. Again, Petitioner
did not include any allegation of abandonment. In the Federal Action, Cheap Tickets filed its
answer and counterclaim alleging, among other things, trademark infringement for Petitioner’s
use of the CHEAP TICKET designation and CHEAPTICKET.COM domain name. See id. On
October 10, 2001, Petitioner also filed Opposition No. 91124251 for Application Serial

No. 76/043,058. See id., 7. With its opposition, Petitioner cites the same grounds it alleges in
the instant cancellation proceeding and Federal Action. See id.

Because Petitioner made the same allegations in the instant cancellation proceeding, the
opposition proceeding and Federal Action, Cheap Tickets sought to consolidate and stay both the
cancellation and opposition proceedings pending final disposition of the Federal Action. See
Crane Decl., § 7. On August 23, 2002, the Board granted Cheap Tickets’ motion, and the
proceedings were consolidated and stayed. See id., § 7, Exh. D. v

On May 5, 2003, both Petitioner and Cheap Tickets filed motions for summary judgment
in the Federal Action which would dispose of all issues raised. See Crane Decl., § 8. In light of
the complete lack of merit on the part of Petitioner’s allegations, Cheap Tickets prevailed on all

grounds and was awarded profits and sanctions. See id., Exh. E (March 29, 2004 Order Granting

3 Service of the petition occurred on August 17, 2001.

* The Board accepted a Section 8 Affidavit of Continued Use for the ‘749 Registration on
February 20, 2003.
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Cheap Tickets” Summary Judgment Motion and Denying ICS’ Cross Motion for Summary
Judgment Motion (“March 29 Order”)). Specifically, the Court found, as a matter of law, among
other things, that: (1) the CHEAPTICKETS designation was a valid and protectable mark; and
(2) Petitioner’s use infringed Cheap Tickets’ ownership of the CHEAPTICKETS mark. See id
at 24. It further awarded sanctions to Cheap Tickets after finding Petitioner had engaged in the
“most egregious violations of discovery” by exhibiting a “gross lack of care” in maintaining its
business records after its initiation of the Federal Action. Id. at 21-23.

Judgment was thereafter entered on April 9, 2004, in favor of Cheap Tickets and against
Petitioner (“Judgment™). See Crane Decl., 9, Exh. F. The Court enjoined Petitioner from using
the CHEAP TICKET designation and CHEAPTICKET.COM domain name. See id. at 1. It
further ordered Petitioner transfer the cheapticket.com domain name to Cheap Tickets and
surrender for destruction all material bearing the CHEAP TICKET designation. See id. at1. In
addition, the Court ordered cancellation of any state or federal trademark registration obtained by
Petitioner for the CHEAP TICKET or CHEAPTICKET.COM mark, and awarded damages and
sanctions to Cheap Tickets. See id at 2.

The findings that Petitioner’s allegations were utterly lacking in merit and that Cheap
Tickets was entitled to both profits and sanctions, demonstrate that Petitioner pursued both the
Federal Action, the instant cancellation and the opposition proceedings in bad faith. The abuse
of process evidenced by Petitioner, coupled with the fact that Cheap Tickets made a timely
Section 8 filing with respect to the ‘844 Registration, warrant a finding that the Board should not

now reward Petitioner with entry of judgment in its favor on any basis.
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TRADEMARK
Docket No. 30208-2400630

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTERNATIONAL CONSULTING SERVICES, Cancellation No.: 92032311
LTD. d/b/aICS TRAVEL
Consolidated with Opposition
Petitioner, No. 91124251

v. R
CHEAP TICKETS, INC.

05-10-2004
Respondent. US. Patent & TMOfG/TM Mail Ropt DY, #22
DECLARATION OF SUSAN L. CRANE IN SUPPORT
OF RESPONSE TO ORDER TO SHOW CAUSE
Box TTAB NO FEE
Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3513
1. L, Susan L. Crane, declare that I am Vice President of Cedant Corporation, which

acquired Respondent Cheap Tickets, Inc. (“Cheap Tickets”). I am authorized to make this
declaration on behalf of Cheap Tickets.

2. I oversee all work performed by our counsel in connection with Cheap Tickets’
trademark property rights, including the rights of the CHEAP TICKETS, INC. and Design mark
identified in Registration No. 2,021,844, and involved in the aforementioned cancellation
proceedings (“‘844 Registration”).

3. On December 12, 2002, Cheap Tickets filed a Section 8 Affidavit of Continued
Use for the ‘844 Registration. Attached as Exhibit A is a true and correct copy of the Section 8
filing for the ‘844 Registration. The USPTO confirmed receipt of this filing and noted its receipt
on the TEAS system. Attached as Exhibit B is a true and correct copy of the USPTO website
records showing this notation. The Section 8 Affidavit filed in connection with the ‘844

Registration erroneously referenced U.S. Registration No. 2,021,749. As soon as this error was
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detected, my office contacted the Post Registration Branch of the USPTO and confirmed that it
could be corrected with a written submission clarifying and correcting the erroneous reference.
We made that submission on December 18, 2003. Attached as Exhibit C is a true and correct
copy of the letter submitted to make the requisite correction with respect to the Section 8 filing
for the ‘844 Registration.

4. To date, Cheap Tickets has not received any communication from the USPTO
concerning the Section 8 Affidavit filed in connection with the ‘844 Registration. Cheap Tickets
first learned of the cancellation of the ‘844 Registration when it received the Order to Show
Cause in this action. Cheap Tickets will seek to remedy the erroneous cancellation through a
Petition to the Commissioner.

5. Petitioner International Consulting Services, Ltd. (“Petitioner”) sought to
intimidate Cheap Tickets into allowing ICS to use the virtually identical designations of CHEAP
TICKET and CHEAPTICKET.COM in connection with its travel services to profit from Cheap
Tickets’ success by creating both a likelihood of and actual confusion among consumers. On
July 18, 2001, Petitioner sought, with the instant proceeding, to cancel the ‘844 Registration and
Registration No. 2,021,749 (““749 Registration”) on grounds the marks were merely descriptive
and/or generic. Service of the petition occurred on August 17, 2001.

6. On July 18, 2001, Petitioner initiated a suit in the United States District Court for
the Eastern District of New York, Civil Action No. 01-4768 JS, on the same grounds (“Federal
Action”). Cheap Tickets filed its answer and counterclaim alleging, among other things,
trademark infringement for ICS’ use of the CHEAP TICKET designation and
CHEAPTICKET.COM domain name.

7. Because Petitioner made the same allegations in the instant cancellation
proceeding, the opposition proceeding and Federal Action, Cheap Tickets sought to consolidate
and stay both the cancellation and opposition proceedings pending final disposition of the

Federal Action. On August 23, 2002, the Board granted Cheap Tickets’ motion, and the
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proceedings were consolidated and stayed. Attached at Exhibit D is a true and correct copy of
the Board’s Order.

8. On May 5, 2003, both Petitioner and Cheap Tickets filed motions for summary
Jjudgment in the Federal Action which would dispose of all issues raised. In light of the complete
lack of merit on the part of Petitioner’s allegations, Cheap Tickets prevailed on all grounds and
was awarded damages and sanctions. Attached at Exhibit E is a true and correct copy of the
March 29, 2004 Order Granting Cheap Tickets’ Summary Judgment Motion and Denying ICS’
Cross Motion for Summary Judgment Motion (“March 29 Order”).

9. Judgment was thereafter entered on April 9, 2004, in favor of Cheap Tickets and
against Petitioner (“Judgment”), Attached at Exhibit F is a true and correct copy of the

Judgment.

All statements made herein of my own knowledge are true and that all statements made

on information and belief are believed to be true; and further, that these statements are made with

the knowledge that willful, false statements and the like so made are punishable by fine or
imprisonment or both, under section 1001 of Title 18 of the United States Code and that such

willful false statements may jeopardize the validity of any registration granted on the above

application.
S ’ lo Jog gjﬂa"/\ ECLAA_Q
Date ' Signature N
s -Hab -S1H Susan Crane, Vice President
Telephone No. Cendant Corporation
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" > ‘PTO Form: Declaration of U~ f Mark Under Section 8 A Page 1 of 1

Success! 02 0 ; / fél %

We have received your Trademark Declaration of Use of Mark Under Section 8 for
registration number 202F729” We will send an Email message to
'brenda.pope@cendant.com'. However, since e-mail is not always reliable, please print out
and save this notice. Thank you.

TEAS support tcam

Thu Dec 12 14:36:09 EST 2002
STAMP: USPTO/SECT08-204152142202-20021212143608030004-2021749-20019656267d7e0785¢353dcdb899a4373d-RAM-728-

20021212142007851009

Trademark Electronic Applicntion System (TEAS) service
EA'S US. Patent and Trademark Office
@ asuee PrinTEAS@uspto.goy

https://rampsdev.uspto.gov/ram26/Controller;jsessionid=t8hk6pf892 12/12/02



Poee, Brenda

From: PrinTEAS@uspto.gov

Sent: Thursday, December 12, 2002 2:36 PM

To: brenda.pope@cendant.com

Cc: teas@uspto.gov; e-receipt@teas1.uspto.gov

Subject: Recsived Your Trademark Daclaration of Use of Mark Under Section 8

<MARK> CHEAP TICKETS INC.

We have received your Declaration of Use of Mark Under Section 8 for registration number '2021749'. A summary of your
submission is listed below. If you determine that you made an error in the information you entered, DO NOT request via e-
mail that we correct your filing. The TEAS staff cannot make any changes. You may file an amendment IMMEDIATELY
(if still within the statutory period), via a hard paper copy, not electronically, listing your mark and registration number, and
stating your proposed correction, to the following address:

BOX Post Reg

Assistant Commissioner for Trademarks
2300 Crystal Drive

Arlington, VA 22202

To avoid lateness due to mail delay, it is recommended that you include the following CERTIFICATE OF MAILING
language as part of your submission:

| certify that the foregoing is being deposited with the United States Postal Service as first class mail, postage prepaid, in
an envelope addressed to the Assistant Commissioner for Trademarks, 2800 Crystal Drive, Ardington, VA 22202-3513, on:

Date of Deposit
Signature
Name

REGISTRATION NUMBER: 2021749
REGISTRATION DATE: 12/10/1996
* Applicant Information

The owner, Cheap Tickets Incorporated, residing at 1 Sylvan Way Parsippany NJ US 07054, is using the mark in
commerce on or in connection with the goods and/or services as follows:

* Classification and Listing of Goods/Services:

For International Class 039, the owner is using the mark in commerce on or in connection with all goods and/or services
listed in the existing registration, as evidenced by the attached spscimen(s) showing the mark as used in commerce.

The owner is submitting one specimen for each class showing the mark as used in commerce on or in connection with any
item in the class of listed goods and/or services, consisting of a(n) shot from webpage.

“Correspondence Information

The applicant, hereby appoints Susan L. Crane and Kathryn Geib, Joel Buckberg of Cendant Corporation, One Sylvan

V\:‘_ay Parsippany NJ USA 07054 to submit this application on behalf of the applicant.
* Fees

A fee payment in the amount of $100 will be submitted with the form, representing payment for 1 class(es), plus any
additional grace period fee, if necessary.



* Declaration Signature

Signature:/vincent ventura/ Date: 12/12/2002
Signatory's Name: Vincent Ventura
Signatory's Position: Senior Vice President

s==s=======o==zszo===TEAS XML SUBMISSION==========cccs====s=====
<?xml version = '1.0' encoding = 1SO-8859-1'7?>
<uspto-tm-document document-type="s08" description="Section 8" system-creator="eteas" version="2.0" version-
date="2002-06-17" copyright="Copyright 1999-2002 United States Patent and Trademark Office">
<trademark-case-files>

<trademark-case-file>

<case-file-header>

<registration-number>2021749</registration- number>
<serial-number>74683869</serial-number>

<mark action-code="read" version="original">

<typed-mark>

<mark-text>CHEAP TICKETS INC.</mark-text>

</typed-mark>

</mark>

<registration-date>19961210</registration-date>
</case-file-header>

<section-8-form>

<goods-services>

<goods-service action-code="create" version="new">
<class-code>039</class-code>

<keep-description-text- ﬂag>YES</keep-descnptuon-text-flag>
<specimen action-code="create" varsion="new">

<file-name image-type="pjpeg">204152142202-12142007903-CHEAP_TICKETS_INC SPECIMEN_(2021749) jpg<file-
name>

<description-text>shot from webpage</description-text>
</specimen>

</goods-service>

</goods-services>

<case-file-owners>

<case-file-owner actlon-code="read" version="original">
<owner-role-code>30</owner-role-code>
<owner-role-sequence-number>0</owner-role-sequence-number>
<entry-sequence-number>1</entry-sequence-number>
<name>Cheap Tickets Incorporated</name>

<street>1685 Kapiolani Boulevard </street>

<city>Honolulu</city>

<state>H| </state>

<postal-code>96814</postal-code>
<country-name>US</country-name>

</case-file-owner>

<case-file-owner action-code="update" version="correction">
<owner-role-code>30</owner-role-code>
<owner-role-sequence-number>0</owner-role-sequence-number>
<entry-sequence-number>1</entry-sequence-number>

<gtreet>1 Sylvan Way</street>

<city>Parsippany</city>

<state>NJ</state>

<postal-code>07054</postal-code>

</case-file-owner>

</case-file-owners>

<signatures>

<esignature- type>ESIGN-ON</esngnature-type> .

<signature action-code="create" version="new">
<signature-type>D</signature-type>



N ——
/

<signature-entry-number>1</signatu.e-entry-number>
<gignature-name>/vincent ventura/</signature-name>
<signatory-date>20021212</signatory-date>
<signatory-name>Vincent Ventura</signatory-name>
<signatory-position>Senior Vice President</signatory-position>
</signature>

</signatures>

<fee-types>

<fee-type action-code="create" version="new">
<fee-code>7205</fee-code>

<number-of-classes> 1 </number-of-classes>
<number-of-classes-paid>1</number-of-classes-paid>
<subtotal-amount>100</subtotal-amount>

</fee-type>

<total-amount>100</total-amount>

</fee-types>

<payment>

<ram-sale-number>729</ram-sale-number>
<ram-accounting-date>20021212</ram-accounting-date>
</payment>

</section-8-form>

<correspondence-form>

<source-form>g08</source-form>

<correspondences>

<correspondence action-code="create" version="new">
<type-code>a</type-code>

<new-address>

<name>Susan L. Crane</name>

<fim-name>Cendant Corporation</firm-name>

<street>One Sylvan Way</street>

<city>Parsippany</city>

<state>NJ</state>

<postal-code>07054</postal-code>
<country-name>USA</country-name>
<phone>973-486-5139</phone>

<fax>973-496-4624</fax>

<email authorized="y">susan.crane@cendant.com</email>
<other-appointed-attorney>Kathryn Geib, Joel Buckberg</other-appointed-attorney>
</new-address>

</correspondence>

</correspondences>

</correspondence-form>

</trademark-case-file>

</trademark-case-files>

<filing>

<filing-identifier>20021212143609038004-202 1749</filing-identifier>
<xml-create-date>20021212 14;20:07 </xml-create-date>
<submit-date>Thu Dec 12 14:36:09 EST 2002</submit-date>
<teas-stamp>USPTO/SECT08-204152142202-20021212143609038004-2021748-
200f9658a67d7607a5¢353dcdb899a4373d-RAM-729-20021212142007551009</teas-stamp>
<filing-description>Declaration of Use of Mark in Commerce Under Section 8<ffiling-description>
<reply-email>brenda.pope@cendant.com</reply-email>
<ffiling>

</uspto-tm-document>

TEAS support teamn
Thu Dec 12 14:36:09 EST 2002

STAMP: USPTO/SECT08-204152142202-20021212143609038004-202 1749-200f9658a67d7e07a5¢353dcdb899a4373d-
RAM-729-20021212142007551009



- Declaration of Use of Mark ¥ =ommerce Under Section 8 a

PTO Form 1583 (Rav 4/2000)
OMB Conlrol #0651-0009 (Exp. 08/31/2004)

Page 1 of 2

Declaration of Use of Mark in Commerce Under Section 8

The table below presents the data as entered.

Input Field Entered
MARK CHEAP TICKETS INC.
REGISTRATION NUMBER 2021749
REGISTRATION DATE 12/10/1996
OWNER NAME Cheap Tickets Incorporated
OWNER STREET 1 Sylvan Way
OWNER CITY Parsippany
OWNER STATE NJ
OWNER POSTAL CODE 07054
OWNER COUNTRY UsS
ATTORNEY NAME Susan L. Crane
ATTORNEY FIRM NAME Cendant Corporation
ATTORNEY STREET One Sylvan Way
ATTORNEY CITY Parsippany
ATTORNEY STATE NJ
ATTORNEY POSTAL CODE 07054
ATTORNEY COUNTRY UsaA
ATTORNEY PHONE 973-496-5139
ATTORNEY FAX 973-496-4624
ATTORNEY EMAIL susan.crane@cendant.com
ATTORNEY AUTHORIZED TO Yes
COMMUNICATE VIA E-MAIL
OTHER APPOINTED ATTORNEY(S) Kathryn Geib, Joel Buckberg
SERIAL NUMBER' 74683869
CLASS CODE 039

http.//eteas.uspto.gov/servlet/V2,0/sect08202.Get?USPTO/SECT08-204152142202-2002121...

12/12/02



. Decl:;raﬁon of Use of Mark ¥ “ommerce Under Section 8 ~ Page 2 of 2

KEEP EXISTING GOODS AND/OR SERVICES | YES
204152142202-12142007903-

SPECIMEN FILE NAME CHEAP_TICKETS_INC_SPECIMEN_
_ (2021749).jpg

SPECIMEN shot from webpage

SIGNATORY NAME Vincent Ventura

SIGNATORY POSITION Senior Vice President

NUMBER OF CLASSES 1

NUMBER OF CLASSES PAID 1

SUBTOTAL AMOUNT 100

TOTAL AMOUNT 100

http://eteas.uspto.gov/servlet/V2.0/sect08202.Get?USPTO/SECT08-204152142202-2002121... 12/12/02



' «Declaration of Use of Mark/ ~Commerce Under Section 8 N Page 1 of |

PTO Form 1683 (Rev 4/2000)
OMB Control #0651-0009 (Exp. 08/31/2004)

Declaration of Use of Mark in Commerce Under Section 8

Registration Number: 2021749

Speclmen 204152142202-12142007903 CHEAP _TICKETS_INC _ SPECIMEN (2021749) JpPg
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Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2004-05-07 14:45:06 ET
Serial Number: 74713960 Assignment Information
Registration Number: 2021844 Assignment Information

Mark

H
Feren

i

(words only): CHEAP TICKETS INC.

Standard Character claim: No

Current Status: Registration canceled under Section 8.
Date of Status: 2003-09-13

Filing Date: 1995-08-10

Transformed into a National Application: No
Registration Date: 1996-12-10

Register: Principal

Law Office Assigned: LAW OFFICE 105

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.goyv

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-08-08

LAST APPLICANT(S)/OWNER(S) OF RECORD

1. Cheap Tickets Incorporated
Address:

Cheap Tickets Incorporated
1695 Kapiolani Boulevard

http://tarr.uspto.gov/servlet/tarr?regser=serial &entry=74713960 5/7/2004



Latest Status Info Page 2 of 3

Honolulu, HI 96814

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Hawaii

GOODS AND/OR SERVICES

travel agency services, namely, arranging travel packages; making reservations and bookings for
transportation; travel booking agencies; and travel information services

International Class: 039

First Use Date: 1995-06-04

First Use in Commerce Date: 1995-06-04

Basis: 1(a)

ADDITIONAL INFORMATION

Disclaimer: "INC."

Section 2(f): as to "CHEAP TICKETS"

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY
2003-09-13 - Canceled Section 8 (6-year) |
2002-12-12 - TEAS Section 8 Received
2001-08-17 - Cancellation instituted for Proceeding
1996-12-10 - Registered - Principal Register
1996-09-17 - Published for opposition
1996-08-16 - Notice of publication
1996-07-17 - Approved for Pub - Priﬁcipal Register (Initial exam)
1996-06-28 - Examiner's amendment mailed
1996-05-17 - Communication received from applicant
1996-02-01 - Case file assigned to examining attorney

1995-11-17 - Non-final action mailed

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=74713960 5/7/2004



Latest Status Info

1995-11-09 - Case file assigned to examining attorney

Page 3 of 3

CONTACT INFORMATION

Correspondent (Owner)
Mark J. Nielsen (Attorney of record)

Mark J. Nielsen
12351 Lake City Way N.E., Suite 203
Seattle, WA 98125

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=74713960
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Lagsal Department
Operadons Group

&€ cENDANT

December 18, 2002

VIA FACSIMILE 703-748-3200

POST - REG

Commissioner of Trademarks
2900 Crystal Avenue
Adington, VA 22202-3513

Attn: Keara Lance — Post Reglstration Branch

Re: Registration Ne 2,021,844
Mark: CHEAP TICKETS, INC.

Dear Ms. Lance:
Thig shall confirm our conversation wherein | advised your office that the wrong

Declaration of Use was elactronicaily filed for the aboveweferenced mark on
December 12th. The Declaraton of Use was inadvertently flled under

Registration No. 2,021,749 but should have been filed under Registration No,
2,021,844 You will note fees were deducted out of Deposit Account No.

601291, for the same repistration.
If you have any questions, please do not hésitate to coﬁtad me.
Thank you for your assistance in this matter.

Sincerely,

I?z_—

Brenda Pope
Senior Paralegal

cE MISSION ; .

| heraby dertify that this carrespondance is being facsimile tranamitted
to the RAtent and Trademark on Decembar 18, 2002, -
Bre ope / . : o
. FOR I




Ve
"«: Legal Department

Operations Group

&€ cenpanTt

December 18, 2002

VIA FACSIMILE 703-746-3200

POST - REG

Commissioner of Trademarks
2900 Crystal Avenue
Arington, VA 22202-3513

Attn: Keara Lance — Post Registration Branch

Re: Registration No 2,021,844
Mark: CHEAP TICKETS, INC.

Dear Ms. Lance:

This shall confirm our conversation wherein | advised your office that the wrong
Declaration of Use was electronically filed for the above-referenced mark on
December 12th. The Declaration of Use was inadvertently filed under
Registration No. 2,021,749 but should have been filed under Registration No.
2,021,844 You wil note fees were deducted out of Deposit Account No.
501291, for the same registration.

If you have any questions, piease do not hesitate to contact me.
Thank you for your assistance in this matter.

Sincerely,

%L_

Brenda Pope
Senior Paralegal

CERTIFICATE OF TRANSMISSION

| hereby gertify that this correspondence is being facsimile transmitted
to the P&tent and Trademark Offjce on December 18, 2002.

(.-
7

Brenda Pope

131846

» -
» [
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°
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<
"lo-l\'

Cendant Corparation. | Sylvan Way, Parsippany. NJ 07054, Tel: 973 42K-9700. Fax: 973 496-5915.



' TO:AULO-Yeply fax to 1 97396 5331 COMPANY: -~

Auto-Reply Facsimile Transmission

\ UNITE[; STATES o TO: : Fax Sender at 1 973 496 5331
7' PATENT AND Fax Information
be '{:.' TR ADEMARK OFFICE Dale Received: 12/18/02 2:32.02 PM [Eastern Standard Time]

ADVISORY: This is en automalicslly generaled return receipt confirmation of the facsimile transmission received by
the Office. Flease check to make sure that the number of pages lisled as received in Total Pages above matches
what was intended fo be sent. Applicants are advised to'retain this recelpt in the unlikely event that proof of this
facsimile transmission is necessary. Applicants are also advised to use the certificale of facsimile transmisston
procedures set forth in 37 CFR 1.8(a) end (b), 37 CFR 1.6(f). Trademark Applicants, slso see the Tragemark

Total Pages: 1 (including cover page)

Manual of Examining Procedure (TMEF) section 306 ét seq.

Received

,
€C 19 IODZ i4:T7 PR CENIOT CORP V 973 636 2301 TO DITOJTapILbY 7.01/Q1\

L k'v:'u

Oocember 48, 2002

&L, cenpant
70)-74A-5200
" POST —REG
Commiayioner of Tradamado
2500 Crysual Avonve
Arfingten, VA 722023613
Atn, Kears Lance « Post Reg htration Branch

Ra  Rogisimlon No 2,021,844
Mark; CHEAP TICKETS, INC, - =

Dear Ma. Lance:
This ahol confien our conversation wherala | sdviaed your officw Tt e wrang

Dectaration ¢/ Use was elacrurnaaly filed for Mo abovesfemncad mark on
. Decamber 12, The Decriiion of Use wan Inscvernanily filed under

meun No, 2,021,748 bul%‘ﬂ.ﬂhﬁﬂlﬂﬂﬂm
100U, Yoy W roe foey i d aut of Dooogi Account Na.

; 501239, for the samp loglatredon.
If you have smy questiam, pieass g ot hasham (0 contact M.
, Thank you for your assisance ln {hie mafiar,
Bincornly,

r?cq

Brense Popa
Senfor Parsiegs!

T T £OoTeaadere a telng facimbe varrmed
M e Trsmak A Dacorvmar |8, 3002,

TO M | 97708 Mg Plppin. N YTRA TN D1 Lhd v Ky, vP 4mupvi 2

ummummmwlmmumwm 73 _YoreL PHEE.®) =




EXHIBIT D



UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Mailed: August 23, 2002

Opposition No. 91124251
Cancellation No. 32,311

INTERNATIONAL CONSULTING
SERVICES, LTD D/B/A ICS TRAVEL

V.
CHEAP TICKETS, INCORPORATED

Nancy L. Omelko, Interlocutory Attorney:

On May 1, 2002, applicant/respondent filed a motion to
consolidate the two proceedings referenced above and to
suspend for pending civil action.

It is the view of the Board that consolidation is
appropriate inasmuch as the parties are the same and the two
proceedings involve common questions of fact.
Applicant/respondent motion to consolidate is hereby
granted. Accordingly, Opposition No. 124,251 and
Cancellation No. 32,311 are hereby consolidated.

The consolidated cases may be presented on the same
record and briefs. See Helene Curtis Industries Inc. v.
Suave Shoe Corp., 13USPQ2d 1618 (TTAB 1989). As a general
rule, from this point on only a single copy of any paper or
motion should be filed herein; but that copy should bear all

proceeding numbers in its caption. Exceptions to the



general rule involve stipulated extensions of the discovery
and trial dates, see Trademark Rule 2.121(d), and briefs on
the case, see Trademark Rule 2.128.

The motion to suspend the proceeding pending final
determination of a civil action between the parties is
hereby granted as well taken.! It is the policy of the
Board to suspend proceedings when the parties are involved
in a civil action which may be dispositive of or have a
bearing on the Board case. See Trademark Rule 2.117(a).

Accordingly, proceedings are suspended pending final
disposition of the civil action between the parties.

Within twenty days after the final determination of the
civil action, the interested party should notify the Boarxd
so that this case may be called up for appropriate action.
During the suspension period the Board should be notified of

any address changes for the parties or their attorneys.

! pefendant’'s consented motion (filed July 8, 2002) to extend
discovery and testimony dates is moot.
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""‘:f‘i_kﬁ-;‘ ;‘«,;?HEASTERN DISTRICT or NEW YORK % MAR 9 c) 008 K
. 2u'l' —— @~ ——— e e o X
. Y INTERNATTONAL CONSULTING SERVICES, 3 2,7 A
h'“*"--i’ L’L‘ﬁ,‘d/b/a I0S TRAVEL, Lowux L NND OFFICE
T PlaLntlff,
& agéinst - , MEMORANDUM AND ORDER
R ’ 01-CvV-4768 (J8) {MLO}
i;‘h\{';EHEAP TICKETS, INCY, '
1~ -i[_ 1§ ﬁhp. o Defendant.
%§$Lﬂ'L----~—-~--—»—————4—-~—— ----------- X
i ',1‘"; Apﬁéaz‘anr:es'

Thomas A. O0'Rourke, Esqg.

UJ%EYBEHT D1=tr1ct Judge:

|
A B Fer PLAintiff: i
:._Fﬁ'f-.‘:;,._ﬁ".;',;_‘ o | Badnsr & O'Rourke
bt Ty e ; 425 Broadhollow Road
SRR e i Buite 108 :
“};1 ";,"\-é-:" ;, Melville, New York 11747
;}'ﬁ e'.l'.'_: rv I ' "
'jé'l.r b:l' Defendant. ... { Jamie A, Levitt, Bsq.
é‘”‘;{%, i .‘;;f_-"; v Morrison & Foerster, ILP
-.;.rfﬁ‘j: !}" . © 1290 Avenue of the Americas
G*E"yl’:\ BTN + New York, New York 10104
B S !
‘,‘«a%

o B

o ""‘L

i

1

f?ﬂﬁ 3 ‘E-‘:.
Sy
s
'l?'

W“’ﬁ’*“‘“"'
““ " Pandlng .before the Court is a motion brought by

"f‘

'fi;?ﬁrr gl Defendant, Cheap Tickets, Inc. (“Defendant” or “Cheap Tickets”),
;‘ﬂwfﬂ?eeking sumnary judgment pursuant to Rule 56 of the Federal Rules
K vl ',... o, 3

»‘\_ ﬁ" g ' !

hﬁ'*“of civil oncedur_-q_. Defendant seeks summary 3Hudgment on its

;||,- .

f
H " .« et

,trademark infringement, unfair competition, and cybersquatting

- )
\"*.’-”LH AR

:ﬂ;;h_“‘olams against the Plaintiff, International Consulting Services,
Ly ;’_\.' y “‘ 1 L

;3“2\4’{:’,;.'.'Ltd., d/b/a ICS Travel (“Plaintiff” or “ICS”). In addition,
) v . '

_& ‘Defendant alse moves for sanctions pursuant to Rula 37 of the
y“ 10 .

Pederal Rules of Clvil Procedure for Plaintiff’s loss of e—mall
wl'T.“(] '.

-!;f‘communn.cat:.ons and business records. Also, pend:.ng before this
‘.‘I-' .. |

i (15
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et

n‘-'g’zf'\. ,I{n
5‘1~. v" ltrademark of Cheap Tickets is a generic term and, therefore, not a
‘w’m .
"" w-‘-w'vai:\.d trademark. As discussed below, this Court finds that, as a
-.'-;:fii:",r.*.. . _
;;;:, . matter oI law, Defendant’s summary judgment motion as to
" '. o, L] N

'r;.,jﬁ_,n\;'.- Plaintiff' trademark infringement, unfair competition, and
RS I

3 éybersquatti‘lg claims is GRANTED. In addition, Defendant’s motion

r'yfor.sanctions is GRANTED. Plaintiff’s motion for summary judgment
L

Y =25 i
P g ., p -
'.E; B LT AL .
7 R Ry

& :‘&z 1id-trademark is,DENIED.

"kgp‘ E'Tﬁ v

K TeamiFgy -0 | .
R DR E BACKGROUND

ik
--'
=

B -
:Sﬁ
-
-

'..cziSe‘rax‘ises :"'ut of B dispute regarding the use of the name
1+ %

IO

p.Ticket(s) and was instituted by Plaintiff who requested that

.I- b ..-1.
Court ‘decla:eithe Defendant’s trademarks invalid, Defendant

ﬁ.l'_(n PR
L s ' ¢ 1 | .
:On August 20, 1986, Cheap Tickets was incorporated in

151?:{32' ’:‘i';:t,rgwrel relai ed goods and serviceg. Def.’s Stmt. 971 3-4, Since
:%f*m; .E'ié‘s.ﬁ‘ Chaap Tickeéts has continuously used several service marks in
-ai{‘g{' R ?i‘;:‘s:\;lgus:mess and . spent millions of dollars advertising these
r}%‘j ""?'ser‘vn.ca marks. Def.’s stnmt. 99 6-12., The texm Cheap Ticket (s) has

. ':Ih; dotr
RS ',%-qbeen '‘ysed in a variety of contexts for over 100 years. Pl.'s Stmt .

.\._,

More racently, the term has been used by newspapers,
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.. ‘hagazines, websites, television program and at least one book.
g .

[

Pl s, StmE. ¥ 2-13.

_,i.?, . i " ‘ Cheap Tickets has éought to protect thier trademarks by
;'u ‘filing applications in the United States Patent and Trademark
wp foice (“USPTO”) . . On December 10, 1996, after examination, the
.Ef“ir) USPTO accepted an application for registration of the mark “Cheap
r’-%;'\; 'T:.ckets Ine.” when used in connection with travel agency services.
.}*jl;: :'jn,af 's Stmt. Y9 15-22. After f£iling the instant action, ICS
s,.

”~.;petiticned the USPTO to cancel - this mark in August 2001, Def.’s

515:3" '1‘Stmt 'j[ 23. S:Lma.larly, the USPTO also accepted an application for
:([‘pmg soe M
""{-"):\‘ixegn\stratlon of the mark “Cheap Tickets Inc.” when wused in

"I L

upplied the USPTO w:.th information regarding the distinctiveness
l ) ] LI .
‘f:.‘the mark pursuant to Section 2(f) of the Trademar}: Act, the

radsmark -was accepted for registration. Daf.’s Stmt. ¥ 25, On

b,

o, 2ooﬂ the USPTO published both sexrvice marks for

Def.'s stmt. ¥ 37. The applications for registration

i
f the marks were ‘accepted by the USTPO on December 4, 2001 and

:" ﬁépril ‘2, 2002. Id.
Sl Cheap rickets submitted applications to the USPTO for the

:”{‘3""‘ };z;naﬁ:ks “Cheapticket and “Cheaptickets.com.” Def,’s Btmt. 91 38-

m 1 3'0“'1' !
" ‘t'ha’ 4 ;4,9 b rWith regard tc “Cheaptickets,” the USPTO atated that the

appllcation appears to be entitled to registxation and published it

‘ .,N;fqr op_position. The USPTO also published this mark for opposition.

03/30/2004 TUE 16:25 [TX/RX NO 81661 [f004



" R T :
G TiDef.’s  Stmt. &, 49. Also, the USPTO registered the
lt"|.|." _'T. L Y .
ﬁﬁgi %ﬂ“cheapt;cketq com”' service mark. Def.’"s Stmt. ¢ 213. Cheap
[ ! ‘; |‘ F... .
ﬁ'.:; i‘ Tickets ‘has been using the domain name Cheaptickets.cam since
:rtf_ W \__u "

'R‘Cbctober 3, 1‘197 Def.’s Stmt. ¥ 54, Cheap Tickets has experienced

“‘(‘Jr o ’cremendous gcowth in the usage of their website. Def.’s Stmt, 11

u"!- 3! "' e
! ‘-’ab ‘A.-
"4.*:“'\55 63- '
MR o : . s
;.‘..5_.__.. "."-’ R On several ocecasions, Cheap Tickets has utilized the
—’-“:‘u L] .
[Pes § l,v 1
.‘,:'%} r'* > legal system agaa.nst other companies who have attempted to utilize
I ,.f:ﬁ "l

"
LT

”f"" '.';,-'their marks~. Def.'s Stmt., 99 64~75. These actions caused Mr.

g.iﬁnfag}a‘s.-‘ i Def.’s Stmt. 99 66, 70-71, 75. In addition, Cheap
& ‘\“&jd -lcle.afffs hds sent ce,ase and deslst letters to other companies which
;:‘:5. ééﬂ 7& sus.i:e.ct'ss are J;nfr:.nging its mark. Def.’s Stmt. 99 76-87.
‘ ! Hever, t*,here are idomain names registered to many companies which o

\ﬂ' R

:ii 'lhfringe the Cheap Tickets mark that have not basn pursued by

:!l.,\'h o '

«:?.@,_

Cheap 'I‘:Lckeﬂs. PJ..l s Stmt. 1 75. To prevent other companies from

! J~

.:e_‘rhqmterlng‘ these ! potentially infringing domain names, Cheap
l

'jckets hasg registéred certain domain names for the sole purpose of

\n
[y

..r@r ".,Ifc,deping ther out of circulation. Def.’s Stmt. Y 88.

|:. J l .
J."r,,l ICS 41is ,a travel company formed by William Smith

RATIN

“Smlth”) « Def.’s Stmt. 4 89. During the years 1986 through 2000,

(Y20
.
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owner of ICS and the company has lost money for

o Fmith was the sole
ot

[vg
3 gery year except £998.
$208 000 in advertising throughout its existence

Def.’s Stmt. ¥ 90-93. ICS spent a total

o
of capproxlmately

l\
- . Yy
:ﬁ&} f%nd spent notthg on advertising between 7998 and 2000. Def.’s
y ﬂf '

X

'.'.’.n"b‘ i

?tmt ﬂ 94. ICS advertlsed on the Internet between 1995 and 1997

pDaf,’s Stmt. ¥ 95. In late

uslng the IC5Travel.com domain name.
e
1997 ICS registered the domain name Cheaptic

-.-s >
r—./--

ket .com which for the

ot ‘4 u" 1.
-'-::-,:-. Wt
f“ﬁw 'firSt time provided users the ability to purchase online and,

Def.’s

\

et

Wl
MY .

AT R
AR \hhéreafter, the ICSTravel.com domain name was shut down.

It was at this same time in 1998 that Smith became
ferent capacity and ceaged ICS' business. Def.’s

l\
h%t“ 1 99, 'In 2000, 1¢s, after being dormant for two years, began

tﬁfengage in webdesign. Def.’s Stmt. I 104. Smith became aware

L

Wﬁhah his 8omain name Cheapticket.com had become valuable and he

consldered elllng jt. Def.'s Stmt. 9¥.105-107. In May 2001,

..$her companies and enploying himself and his wife. Def.’s Stmt.

110 114.. 1
On-Decemper 15, 1999, Cheap Tickets sent a cease and

;;sﬁ lEttar to {CS. Def.’s Stmt. T 115. In response, ICS’
“"-'.

unsgl'represented that ICS had been the owner of the domain name

r,"v [
heapticket com since 1995, Def.’s Stmt. 9 116. Cheap Tickets

LT -
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> V"ﬂl,'rlc};ets' maz:ics to- th.ch no response was recelved. Def.’s Stmt.
A .
“‘\“ :-l" -

"gtm.i,r:!!:;.é'-'u'_.’l. On July 10, 2001, when Cheap Tickets again became

' ‘.::_' H TZ’ - L] '
‘} za}v;.re of. the oper&kion of Cheapticket.com they sent another cease

Def.’s Stmt. ¥ 118. In response to that

;,; : .ﬁ let{:e;, IGS mstittg.ted the instant action attempting to invalidate
-} L 5%
;( "'"jﬁ‘%heap ‘I‘J.ckets' marks. Id.

-I{f- ) Prior to 2001, ICS did not use any terms that were

I I ':_ Y

wemi bt

E e

= f-.’_‘-w’!'

,:7%%‘73
-' ;‘- -&_‘.-_—
—-—ﬁb

g
x4,

'Ilp L

potent:.ally related to Cheap Tickets. Def.’s stmt. 9 113. In
4.. II

X )

'.;:, 5 .,3:1 f.;.wqcmnents from 1896-and 1997 obtained from ICS’'litigation against
."'*'.1;”‘5‘: . :‘ )

'-.E;};", 1516 Kiss thtare wag no mention of Cheap Tickets. Def.’s Stmk.

f=
!-_.;‘

Hm-ever, soon after tha launch of the Cheapticket.com

S
Je’f
#1
=
N
o
[N

'l-"‘a.f v e T

ont “r’%«-ebsite, IcH began to advertise itself as the “official site"”

1
l

g"‘v ~1ru<lu‘

"-‘-’-}Yh ' hm{ing been in business since 1986. Def.’s Stmt. 1§ 121-125. ICS

fr i )] ‘.:::'ﬁ‘.i. A [

4 :' b-,é;;_:‘;'..... EoN ..ICS’ cheapt:.cket.com website prevents communications from
'qu"" 'l' 4 '

’ggll' J 'flixetomers via telephone or e-mall. Def.’s Stmt. 9 137. ~ The
:_l‘ 1y

\

eapt:ucket com website does not contain a disclaimer that it is

"7 ;x}mt related to thd cheaptickets.com websgite. On at least nine

. 1" as

' e ?EC@ELDI}SCD Cheap 'l‘j‘ckets had been informed by consumers that they
ey .«dgne buginess w1th ICS and mistakenly believed that it was

Al
Ill‘-‘l

a;5 Tickets. ne% s Stmt. 99 139-147.

\ : ‘ i A-- stated above, ICS’ travel businamss hardly flourished

Y om e

1
|

| 6
i

1
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Def.’s Stmt. ¥ 148. In 2002, however, ICS

“peéame very ‘xuccessful and was named one of Travelnow.com’s top

o
" @%Sducers and was oﬁfered 4 deal with Cheapairlines.com for $50,000

. %éi“,&ndnth S Def.’s Btmt. qq 149-150. During this 1itigation, Cheap

;l..‘\‘ . . 4 )
it‘:kéts senh ‘a cease and - desist letter to Cheapairlines.com,

'”E;dpy;:.ng ICS on the communication, alerting them to the marks of

L
e .: 1.'_ ‘,‘5?@"\37 )
B e | Chéap 'I':.ckets. Def rs Stmt. 99 163-166. Cheap Tickets expresased

s "2
et

g Whas

"_:.:.6&_,-‘; o

s J;::oxicarn that a $30.00 per ticket fee was exorbitant and was
b .

”"! ""'.11.P_gally concealed on their website and causing consumers to

""h’_-.l., »qbelleve that Cheap Tickets was charging a fee which they were not.

jg"" 0 ‘Vkéf”" §-Stmt. 99 167-168.7 Cheap Tickets has documented at least
X h\‘ \:. g ow e
Sy

'fﬁe%}'r: wenty instances o

|:V=§# .IMI'

';-'j"-.'"ticket fee! Def-’a grmt. g% 180-199. These calls complaining

' ;ﬁlt,:'v" -

fgﬁ ‘_;\vt“about. the' fees are disruptive to the business of Cheap Tickets.

s et !

s ';*'uef"s 'stmtl 99 171-177.
el 6 L 'iF.- . smith never heard of Cheap Tickets prior to his receipt

’

f be;mg contacted because of the 530.00 per

M"!Bf‘ the cease and desist letter on December 15, 1999, despite Cheap

.‘\'

“‘:,i‘h Igr:yckets receiving extensive press coverage since 1992. Def.’s
.S‘tmt ‘g 151 Smith has betwsen 25 and 75 registered domain names

':;l'%a ﬂ:I‘WhJ-Ch ‘inélude names which gcould infringe other registerad
FOUAYLT s

ﬁ\! F‘*“‘ﬁ‘:‘f&deharks. Def.”8 Stmt. T 152, When Smith registered his

SH
m.! itiheaptickét com dopein nems he did so under & nonexistent antity.
[}

1l d‘4 % i ! Sheap TleatS did not at that time charge a servica fee,
0.3 ﬁhit now has instithted a $5.00 per reservation fee. Def.’s June
7i25, 2003, Letter. :

. - - .
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bSh'}x"

A

L "i;i.
3o

: :9%%5covery demand 1n the

." » .
'n,. ’

q 153.
ol

'é 1:. .or June 18, 2002, after the commencement cf the instant

ckets, Sm“th and his wife prepared documants in response to a

ICcS v. Kiss action. Def.’s Stmt. 9 154.

,ﬂnd thathhe knew at that time about the pending document ragquest

K
ﬁxOm Cheap,Tickets~ Def.’s Stmt. 99 157-158. Due to this loss,

2 Hi,{'. .
Lades "F;chf -.cage was d:.sm:.ssed against Defendant Kiss and Judge Austin

o m ;-r 1,
Mu&psed:strong 1anguage admonishing IC8’ behavior. Def.’s Stmt. {1

r'r, .-‘r\ ;! .
ﬁ:&aﬁo ' In edditilon,, after ICS’ commencement of tThis action, Smith

npt npke .other efforts to retain electronic business recoxrds.

‘:_s def.,'s Stmt 19 161-162.

B
R&fﬁ" e
TS Vi IR ]

et R TR DISCUSSION
K] &%‘F B ."-; “o . .
ig%%gf'§ﬁ?;., A district court may properly grant summary judgment only
Ay ey
'thf*y*“#f xhé plaadings, depositions, answers to interrogatories, and
Ao

3“@V'~3
Frak .

admlsslons on f£ile, togethex with the affidavits, 1f any, show that

here is no genuine issue as to any material fact and that the

ving party is entitled to judgment a8 & matter of law.” Fed. R.

JrB. 56 () The burden of proof is on the moving party to show
e " | :
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:T‘.hat there is no genuine' 1gsue of material fact, G o Y.

R ig_\lgggtial ggsiggntial Serve., L.P.,
RR G

{'*E“, Iy ,"" '11994) (citing rce &

K 'L:. ‘L
oy '1320 {2d Cir. 1975)), and “all ambiguities must be rasolved and all

52 F.3d 1219, 1223 (2d Cir.

, 52¢ F.2d 1317,

“'l
.'.}'!:g‘; "“" f'l
B ':J.hferences drawn ,;Ln favor of the party against whom Bsummary

'.;'sg,uagment is gought.
A 'Yo 762 F.2d] 743, 249 (24 Cir. 1985)); see also Haves v. New

# 1d. (citing Eastway Consty. Corp. v. City of

'tr' .
Xbrk Citv Dept. bf Corr., B4 F.3d 614, 619 (2d Cir. 1896).

.““:-'; '-::'. Ve [
-‘_;‘,fléf.’é"éﬁilal“d'isputes that are jrrelevant or unnecessary Will not be

r;"zc lmted.. 'soI . Libert bb ., 477 U.S. 242, 247, 106

Ct; 2505, 91 L. imd 24 202 (1986) (eiting 1O0A Charles A. Wright,

pPracti and F dur

K- ‘.{'*' ‘A party oppcslng g motion for summary judgment “may not

A, - N . ! »
ey rest ,uport the mere allegations or denials of his pleading, but
""&l‘ -\..-.,. “mist set ‘forth mpecific facts showing that there is a

’(I‘J

=4? Aw genulne yssue for trial.” BAndersou, 477 U.S. at 248 (quoting First

:',:::vl . ‘ﬂ- B
1 iNat’l Bemk v. Cities Sexv. Co., 391 U.S. 253, 286-8988, S. Ct.
by >
ORIy
.t"'"1575' ogvt. Ed. 2d 569 (1968)). Under the law of the Second
3

II A r::..,l - -
RO C-J_rcult, . wwhen no rational jury could find in favor of the
.E L *'nonmov:.ng party because the evidence is 8o slight, there is no

:%r"&'* iz
“?5‘3’31 ‘lv 'danulne isuyue of material fact and a grant of swummary judgment is

e
M ;‘3,; e
I «

Rl ""!‘"--'p-
% ".,' ] 7 . Gallo, 22 F.3d at 1224 (citing Disgler Continantal

M ngggl Inc,, 859 I. 2d 1108, 1114 (2d Cir. 1988)). DMNexe conclusozry
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lation or conjecture will not avail a party

apposmg SUMLAYY judgment. See Kulak v, City of New York, 88 F.3d

It is within this framework that the Court

llegatmons , Specu

. ANALYSIS

.The pending summary judgment motions both revolve around

'Iflé;cb‘,:# ‘t%}g; same.issue. That issue is whether Cheap Tickets has a valid
- < CLPS U

! ! \-'I
o) ‘dtatter ‘of. Llaw, the' marks of Cheap Tickets axe not generic terms,

L [
P’uh rq.the;r, are degcriptive or suggestive termg. Therefore, the

3l 1}

_lh':t“
"4 ‘-};}f,t,?;", rademark or whethér it is'a generic term which cannot be properly
mligny g !

y 'iw”' W ‘i:l.bjECt to trademark protection. This Court finds that, as a
£ [ 3
Y

' g Iélgrkﬁg ére Va'LJ.d ancf can be protected. ICS has willfully positioned
‘,gégl.“off-'t" take advantage of the marks of Cheap Tickets and has been
: .~"|?%antaged by the wrongful position.
3 1‘ o H K_IN T_RND PETITIO

!
rThe Secoﬁd Ccircuit has held thet in order to successiully

« 02
DR

See Nabigeo, Inc. V. Warnep- Tambert Co., 220 F.3d 43, 45

531.,;- i (2d Cir. 2000). The distinctiveness of a mark is presumed when it
&(- ‘e '|

Aot \.- \nl [

?"“"'is registered with the USPTO. Ses Lois Sportgwe Inc. ¥

o
ngg, gtrauss & Co.., 799 F.2d 867, 871 (2d Cir. 1886). 1In addition,

eates a presumption that the

‘P

»E r'l.'_ﬁhe USPTO’ s registration of the mark cr

llr, 1,
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mérk has: secondary meaning. See Axrow Fastener Co. v, Stapley
i ';" ke, 59 F.d 384, 393 (2d Cir. 1995). Bs a starting point, this

t‘ Cdurt notes that .ICS has not presented the guallty, ner the

'- antity, of evidence which is necessary to raebut these

'présump'tions. The burden is Upon ICS to come forward with evidence

"‘to reéhut the validity of Cheap Tickets’ registerad marks. Sgg Lane

: Cheap Tickets sexvice marks are not generic, but rather

descripi ive or suggestive. In Abercrombile & Fitch Co, v.
rl . ;m; 537 F.2d 4, 9-11 (2d Cir. .1976), dJudge

na_ly éf the - Sebond Circunit held that a mark is suggestive if

urequlres mxag;l.natlon, thought and perception to reach a

u_su.on as to ths nature of goods.” The Judge continued that a

et
1 e 2
4n.

PI RS
- Y

:_r_ia Gburt bel:.evé% that Cheap Tickets’ marks do not, in and of

%

indica;te that Cheap Tickets sells travel serxvices.
L}

as Cheap Tickets argues, a cousumer could reasonably

-

r.vcting tickets. . Thus, the terms are only suggestive of the typs
sérvices that Cheap Tickets provides.
PR ICS has provided a plethora of evidence attempting to

" demonstrate that the Cheap Tickets’ marks are generic terms.

11
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érafore, it is I¢S’ position that Cheap Tickets marks can not he

. This Court agrees with ICS! recitation of the law but holds

marks are not genexic. Im suppoxt of theiz

and summary judgment motion, ICH provides literally

undrads of_,' examples of the uxe of the separate words cheap and

o 'I P I- [
i ,j‘ thket (s}, in add:.t:.on, their argument is multifaceted and

Iy .ncludas that the separate words cheap and tickets have been usad

.
o ver 100 yeara, the use of these words has continued unabated,

her campetd.tors use the separate words cheap and ticket, Cheap

Tlé;kets has uged the words cheap and ticket separately, other
have refused to cease and desist from using the words
"{:ely, and the words appear separetely in a dictionaxy and the

.of' a book.: There is a major distinetion between ICS’
' [

ents and the ’cype of conduct that ICS has engaged in. ICS

f
és-",,not-‘ use cheap and ticket(s) separately. Rather, ICS
{me:{pla:medly uses; cheapticket.com as the domain name £for its

sl;a.nqtead of the domain name ICSTravel.com which it had

j\'[giﬁa.lly vsed.

3
DR
.~

.The Courtf has reviewed the voluminous exhibits which ICS
3 ! f
'mn.tted with its’ original motion and with the first and second

J ot:mns to. ﬂupplement. After reviewing all of materials which have
._‘,_Submitted, this Court cannot find that cheapticket 1is a
foric term. IC§ makes many arguments which all involve the

,M‘z:grp.b:.ts .and haw t..’.'.ley support a finding that the term is generic.

12
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.:ﬁgldgng Co. v. Haar Qommunicatiops, Tnc., 244 F.3d 88, 100-2 (2d

‘ {3:.::. 2001) That case, as in this case, involved the use of domain

ﬁhamés among competitors. The Second Circuit was particularly

;plura.l word form or “.net” instead of “.com.” Xd. The instant

'se :l.s no -different. ICS is using Cheap Tickets’ domain name in

[k
Fite,
Sl S
i

s@ffidavlts have been presented to this Court which show that

sxngular form ahd this is likely to cause confusion. Moreover,

4
'35 ﬁamaglng confusion 'has already occurred.

NN
f This court also finds that Cheap Tickets’ marks have
B S ]

e .

3! eved ‘secondary meaning. In determining whether secondary
"fl .\l '

e

.mg has been acrha.eved Courts in this circuit utlllze. factors

=

"gding M (1) ad’srertising expenditures, (2) consumer Studles

-,

king the mark tol a source, (3) unsolicited media coverage of the
(4) Sales!success, (5) attempts to plagiarize the mark,

d" (6) length ;-'md exclusivity of the mark's use.” Centaux

ommunicatic ng, ;;g v. A/S/M C Lcations nec., 830 rF.2d 1217,

13
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‘
| caciatBOT) Y e -
XY

19871. All of these factors need not be proved, and

y {s;nglé .factox 15 determinative. Id.

It is undlsputed in this action that Cheap Tickets has

sums of money advertis1ng its services. Based on this

commercial success and has

) tsold billionﬂ of dollars of travel service. This factor weighs
-'.':.I'I ) .

iﬁ” ,“heavily in. favor af f£inding secondary meaning. Cheap Ticketa hae
"\"E—u ‘l“'l o

Jﬁfjﬂ'lso- 1received unsolicited media coverage in television and

F""‘\ Wit f
-**“‘rpublicatlons. The .company has even heen menticned during a Senate
M AR

héaring of TInternet sales.? ‘This factor also weighs in favor of

lt' '

_finding secondary mean;ng. A study conducted in 2000 showing that
‘é substantial segment of consumers were aware that Cheap Tickets

”‘“ﬁ “ apld: travel cervices also weighs in favor of finding secondary
,‘l,‘hh ™I "‘.' .
,ﬁﬁigahing.- Finally, many companies have attempted to wusa Cheap

Sy,
dqywnckete' marks which also weighs in favor of finding secondary
1

s
¥ ’ . v « 1

#%3'-uﬂ.. . .
; il 'Hf‘ Having found that marks are distinctive and entitled to

By

J&Lk¥ tectlon, this Court must now consider whether ICS’ acts are
R ey |

“.muﬁﬁFikely to , cause cohfu91on. The fist observation this Court makes
%j'm*§us that conﬁuslon haa already occurred as presented to this Court
-F'L”gwia affldav;ts. iHowever, this Court will analyze whether a

JikjiﬁgiiKOQd-af ccnfp51on exists using the Polaroid factors. Saa

:2"'“#\ .|
\:‘l'.." MR - 1

K
et 2 Cheap Tickehs was discussed at the Senate Commerce,
ciénce and Transp?rtatlon Committee’s July 20, 2000 hearing on

lpurchaslng .alrline tickets via the Internet.

1

' | 14
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by LT Ty @1 4nem s ———

akoigd Corp. V. olaroid Blactronics Corp., 287 F.2d 492, 495 (2d

irl 1561) ' Tbose'factors are: (1) the strength of the mark,.(Z)

“e.dégree of simalarlty'between the two marks, (3) the competitive

;o#‘ tywof he products, (4) actusl confusion, (5) ths likelihood
'c!"'-". B l
e

-plalntlff will’bridge the gap, (&) the defendant's good faith

'n adapting its maxk, (7) the quality of the defendant's products,

~Under thé first factor, this Court finds that Cheap

money-on advertising. Their marks have achieved seacondary

ing and are, indeed, quite strong. The second factox clearly

[ s establlshed as the marks are virtually jidentical but for ICS not

’Tuéingfthe plural form of the term. Courts in this District and

,ﬁ146 . Supp. 2d 351, 366 (S.D.N.Y. 2001); Copsolidated Cigar

éo;g / Monkte Cris;i de Tabaceos, 58 F. Supp. 2d 188, 138 (S D.N.Y.
-+ Hella .C ;pm v, Wella Gzaphics, Inc., 874 F. Supp. 54, 56
‘D N Y. 1994). WNo serious argument can be made that the terms
eaptlckeh and chpaptlckets are not similar.
‘The third Polargid factor also weighs in favor of finding
Cheap fickets and ICS offex their services in close

s
! '. I'

xdximity to each dther via Internet sales. This case presents an

15
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to this facter as it does not involve traditional

. This GCourt has vreceived no evidence as to where the

xsbmputer servers hosting the websites are located, but finds that

':ponsumeru who.are likely to be confused are in proximity to

i "'th 16S ‘and Cheap- ‘nckeLs via the Internet. This finding is based

wi

1y
. 'the nearly 1dent1cal domain nanes used by the Plaintiff and the
i .The fourth factar, actual confusion, weighs in favor of

ﬁihdlng ‘a 1Lkelihmod of confusion. Cheap Tickets has already
’ ' ST A

' roumehted calls camplaining about ICS' services. While the Court
o b

! I :
;Pas ‘not '‘been overwhelmed with documentation of hundreds of

1963). This Court also believes that only a part of

PR f' : ' .
" he cbnsumers have been identified because pot all consumers would

mplain.
"}f'- There is no need for this Court to consider the fifth
'!{"'L. B S

T

;‘fbperate in exactly the same type of business. See Paddington Corp.

ggs étopped doing busxness as a travel agency ip sarly 1998, Then,
el
'W o !

s

' 16
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;er Chaap Tickets had established their wmarks and heavily

e

“Ehvestaed in adverttsing, ICS began to do pusiness under the name

Epéap@icket.com. Perhaps 1f ICS only uged the domain pame, and
'hépb;ﬁg more, this Court would not be able to find bad faith. But
‘Es“dld not merelyvuse an almost exact domain name. Rather, ICs
This

$e§-a very similar advertising slogan as Cheap Tickets.
2t gannot tell vwhether ICS had previously used this advertising

'“imgaﬁ aa there arq no documents nor e-mail from the eaxrlier years

T Gen et

thig "iCS".business.: ICS was awars, at the time of its website

H

: that Cheap Tickets’ website was operating. Despite that

,eyldence that thlSlCQurt has been presented with thers can be no

l\“.{l ' *
%;ndlng other than ICS acted in bad- faith by utilizing

“"Il‘ o
Fheapt;ckat .com to, conduct their travel business.

f@:querlor to that of Cheap Tickets. Cheap Tickets provides e-mail

PL Y .‘ .

L"' :
. dresses and phone numbers for customers +o use when utilizing
.ﬁthair services. 1cs provides, no such contact information. In

.,aqdition, a 630 per ticket fee is not immediately disclosed on the

.1n favor ol a likelihood  of confusion. The laat factor also

17 -
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litates in favor of finding a likelihood of confusion. The -

consumers who are purchasing the goods that ICS and Cheap Tickets
T\ 4"“

‘3,. . sell on the Internet arxre no more, and no less, likely than the

’“gﬁ'H*Qeneral public to be misled. See Something 0ld. Something New,
R

cf ."

fnc: v. ove . 98-CV~7450, 1999 WL 1125063, at *10 (S.D.N.Y.

t‘;"f"-1999)'. Thease ordinary consumers are not overly sophisticated,
Jege !

o

desp:tte the fact that they are purchasing items on the Internet.

e

a.s.. factoxr: weighs in favor of a likelihovod of confusion.
"---',":;‘ ’Accordin{;ly, this Court finds that summary judgement iz
opriate Decause an evaluation of the Polagroid factors can only

d to f:.nding that: ICS’ conduct creates a 1ikelihood of confusion
thf$?garé to Che§p Tickets’ marks. See Cadburv Beverages, Ipc.
S Coft cedh., 73 F.3d 474, 478 (24 Cir. 1996).

!'. [ *
L‘ﬁggﬁgz:ﬁfa T RSQUATTI NS OTECTION

', ',' .

:n;i-.; ti::;zt' (i} it has a distinctive or famous mark, (2) ICS’ conduct in
A

"fk,‘r“m q$1ng Cheapt.;cket c¢om was identical or confus:.ngly similar.to Cheap

e’y

‘aéf%‘-,ﬂg,l,’;,ckets’ mark, and, (3) ICS had a bad faith intent to profit from
X
LY

";f .the mark. See 15 U.5.C. § 1125 (d) (1): tv's Fa .C.

S ',
Hags o °f e

-, Ing., 202 F.3d 489, 496=97 (2d Cir. 2000). As

18
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With regard to the first factor, this Court finds that

had a distinctive mark when ICS registered the

\
yuotd a

iﬁl‘:Cheaptickat.com domnain name. It 1s undisputed that the USETO had

l" ll '.'\ll

already found the Cheap Tickets’ marks had acquired secondary

rwmeaning and that Cheap Tickets had spent large smounts of money for

,?- -l t L]
_ﬁ' 'maavertlsrng. In addition, the USPTO found that Cheap Tickets had
<

L {exhensive sales. The second factor is established in that, as
5.!" "‘! W !

'Hhhgorm-by ICS. The third factor is alze established, as discussed
. G

K {

{ihéﬁ“rei' e V'
'-"J.-\ . . L) . v
ﬂﬁ;ﬂﬁ@%:;v . The ACPA-lists nine factors which the legislative branch
“ 3 {J ..l .n ‘:.‘.,'
'éé‘prcvided courts to consider in determining whether a party has

<

cted,with 2 bad faith intent.® This Court is not limited to these

\.;.‘_'.}I.I. " .1 ! l

SULE . o ." v i

¥ ‘gl I) ‘the tradémark or other intellectual property rights of
) ”'f sor; if any) in the domain name;

; w{ﬁy-the ‘dxtent to which the domain hame consists of the legal

N hamal o f - the person or a name that is otherwise commonly used to
)ﬁdéﬁtlfy that persén:
'(III) +the - person 9 ,prior use, if any, of the domain name 1n

T3 ‘E p‘ IV) "the persen's bona fide noncommercial or fair use of the mark
"ﬂ‘.’@} 12 $ite -accessible under the domain name;

' %“V) the person's iatent to divert consumers from the mark ownexr's
ﬂmﬁ,mcnllne location to- 'a site accessible under the domain name that
;u}é’f l|"CQuld harm the goodwill represented by the mark, either for
'fﬁ&}. commErCLal gain or with the Intent to tarnish or disparage the
dfuw”markyaby cr&ating a likelihood of confusion as to the source,
,%HJn-sponsqrshlp, afle;atlon, or endorsement of the site;

'ﬁ,m,f“WVI) the person’s offer to transfer, sell, or otherwise assign
i ‘w the, dqmain name to the mark owner or any third party for
'financ;al gain without having used, or having an intent to use,

the domaln name in. the bona fide offering of any gyoods or

19
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'L?i‘aith.x See 25 U.5.C. § 1125(d) (1) (B) (1) . But briefly, ICS has

ﬁ Ics decided when it reentered the travel business 'to use

ﬂ.u "ll" o

R 'Chgaptlcket.com as a domain name. The first, second, and third

}1 ﬁactors all mllltate towaxrds a finding of bad falth. ICS does not
s .'".
' LR Cheaptlyket com in a noncommercial or fair use manner and,

The seventhh and elghth factors weigh in favor of bad

'-because onGge ICS became aware of the value of theix

3 wanted to sell it. The eighth factor also weighs in favor of
#‘-,?.i'"- -l
Y badhfalth a3 .ICS Has registered domain names which may infringe

., l. L o
:

(B1g .\wu' o
i o aT
%] || ‘

k vaces, 01 the pérson 8 prior conduct indicating a pattern of
‘}dcnduct. !

);Ehe pergon's provision of material and misleading false

t ét informatlon when applying for the registration of the
ig; namé, the pdrson s intenticnal failure to maintain:

éburaﬁe-contact information, ox the person's prior conduct

dmcdting 2 pattern of such conduct;

J-¥the' person'd registration or acquisition of multiple
hlain niames which jthe person knows are identical ox confusingly
H8imilar to marks of, others that are distinctive at the time of
Efegistratlon of such domain names, or dilutlve of famous marks of
'3Ehers that are Ffamous at the tims of reglstration of such domain
names, -Without regard to the goods or services of the partles, and
(IX} thé ektent to which the mark incorporated in the person's
.- Omaln name registration is or is not distinctive and famous

-:-wh.thln’ thé’ meaning of subsection (¢) (1) of section 43.
-S C. § 1125(d) (1) (B).(1).

20
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I
: “i%fickets. Finally;%Cheap Tickets has established their marks in a
]
i
b

fahous ways The 'fact that the Senate would use Cheap Tickets

dur:.ng a conference is most telling to this Court as to leval of

|ty e i
."-;;‘i- |‘ accord Cheap Ticke!:s has achieved.

. '}:g,ﬂ'jﬁ,u,i This Court holds that ICS has violated the ACPA, and as
.'-'-l": ‘L"l" o .

:"‘"“"’:, \'E.)!'é, matter of law, Cheap Tickets’ motion for summary judgment is
* 4 :' - lIJ‘ l' ! .

e SANCTIONS

suant to Rule 37 of the Federal Rules of Civil Praocedure, This

b 14 '16 "7=|~'-' .

U:Lon is based on allegations by Cheap Tickets that ICS has
5,‘;
?llowad the destruction of ICS business—related s-mails and that

]
iés lost the original copies of their businass records. This Court
\ S ngply concerned by the conduct of ICS, particularly their
,5:5.“.
-.‘i-ip,ability to presprve any records f£rom the original travel

’gqlness. ﬂowever,' this Court does not take sanctions lightly,

e iy .t ]
pﬁyathé:, this COurtlonly igsues sanctions for the most egregious

SRt :

..,.,4\[.‘ )
:"‘fﬁ\&clatn.ons <} 4 discé:very. ICS wera the ones who initiated this

s
,"?*f'i

\"‘

aWsp:."t.. and knew,{ or should have known, that they had a

R ter rece1VLng warqlngs from Cheap Tickets. The Ceurt finds that
1,1| o

I.Cs' gross. lack oflcare in maintaining their racords after the

."|-:
]

e 21
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W e s omE e

" "im.t:.atlon o:. this', lawsuit is worthy of sanctions.

‘The Second Circuit has stated that gross negligence in

destruct.z.on oif evidence can by 1itself be enough faor the

F‘iﬁ! Corg., 306 F 3d 99, 101 (2d cCir. 2002). ICS cannot coms
\

)

E-ﬁop‘ward at this point, after allowing e-mail to be deleted, and

Efﬂlaim that e-mail communications are unimportant. Seg Capellupo v.

:‘;G (&l ;l’.:‘“ .(' ¢ } :
f“’mg_ Co&'gm 126 F.R.D, 545, 551 (D. Minn. 1989). A gtrong argument

\ ;s
s ‘“M‘n cc:uld, ba made that ICS had clear notice upon receipt of the cease

Vi) v, -Q-
Ilil

and desz_st letters that nothing relevant to a litigation should be
troyed- But even assuming that the céase and desist letters did
. n.ot put ICS on notlce, ICsS 1tse1f h:.red an atterney and brought the

.t
et sen

lJ,n:stant action. CEztaJ.nly at that time, ICS subjected itself to a
responss.bs.lnty to ma:mta:m all evidence. At the very least, upon
a;.pt of Cheap Tickets’ document request, ’ICS should have made
ligent aff orts t¢ protect all evidence.

.I(‘S did not make any efforts at all. Allegedly, the e-
311 provider has an automatic deletion policy which causes e-mails
b bea automaticalil.y deleted, However, ICS, knowing ‘that it

'.'.'l. - .
i;,-xstz.tuted A lawsqit, should have printed out e-mails and taken

',1\.]

Piher reasonable .pteps to protect these potentially important

'I'h’is is patticularly relevant to this action as it

22
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"5[‘ ,was contaa.ned w;tlvn those communications.

E‘ Purther,’ IC5 lost all hard copy business recoxds far

v e € e
—
I
=T,
(e

r".:.'-:."' .

%:hé’*ir travel bu31n338s when they produced docunents in the Ig§

Ay

LN
H .‘..I._ !

- - .
Sy e 1 . .

1‘;};’:' lzliss‘gnatter;. Thls Court is aware that as a sanction, their case
Gr ek 'y v,

h{-s"l. -lqas* ‘d,msnu.ssed in Lhat action, While ICS was punished in that

1l q": (‘E:',.".r !
S i ﬁib ww,ith what :Lb the ultimate penalty, that does not preclude

Though this

.,
Ll o2
e

- 13

.
M, PR

i o eb?piness records infers that ICS haa acted grossly negln_gently in
Bl ‘; Bl '
N "'i‘.ha.s actiocn.

M ey

3 ur“‘r*;{: Sl . . .
TQ;HE};"("" © ‘, Ag a result of the continuous destruction of e-mail,
N '.w

Eﬁhn’n ,:Cb.eap Ticketa by the third parties. In other words, this was not

‘a fish:z.ng expedition which resulted in no findings. Cheap Tickets

,-'a'
1) s Tris Court, thereforxe, sanctions ICS by requiring the

'~:.f.‘§§'.w\,f'.?ﬁlyﬂlent Of Cheap Tickets’ legal fees and costs in c:mductlng the

'-*M. e
.‘;1*7-‘: ,"'Fhird party discoyery which was necessitated by IC8’ grossly
'\5

.";f"’:k. Eﬁegligsnt loss of Ia-ma;v.ls and documents. In additiom, ICS will

,

‘o
n*’ o i
1

Y
: 4.].
'?-’,;.;E{"'Qf«’*, d.so pay Cheap Tickets for the legal fees and costs associated with

* makmg 'Lhis mot:.on'for sanctions. '

| o
.:;‘ {}6‘»?‘:“ u [ ; o :. , .l
w%:{;*% Eif " ; 23
1925 oot ’ 3 |
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0 ON *

As discugsed above, this Court rules aa follows with

to:the pending motions:

'befendant's summary judgment motion as to Plaintiff’s

' o 1.‘I

'
~

genérlc term and not a valid trademark is DENIED.
{

50 ORDERED

Central Islip, New York
March 2% 2004

"‘:'i mgh‘ﬂ :l...,: !
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EXHIBIT F



UNITED STATES DISTRICT COURT FOR THE
EASTERN DISTRICT OF NEW YORK

Civil Action No. 01 CV-4768
INTERNATIONAL CONSULT ING SERVICES,

1L1D., d/b/a/ICS Travel
JUDGMENT PURS I}TT.I?)P ed. R.
Plaiaiff and Counterclaim Defendant, | Civ. P. 58 oy P T
[ ARV 1.4‘?‘_"\. "
—against- U S B ca vt N Y
CHEAP TICKETS INC,, * APR © 9 2004 yid

Defendant and Counterclaim Plaintiff,

LONG [SLAND OFFICE

This action came before the Court, the Honorable Joanna Scybert presiding, orl motions
for summary judgment pursuant to Rule 56 of the Federal Rules of Civil Procedure submitted by
both Plaintiff International Consulting Services, Ltd. (“ICS”) and Defendant Cheap Tickets Inc.
(“Cheap Tickets”) and on 4 motion for sanctions submitted by Cheap Tickets. The issues have
been duly considercd and a decision was duly rendered by the Court on March 29, 2004 granting
summary judgment in favor of Cheap Tickcts on all of its counterclaims against ICS, denying

Plainti{’s molion for summary judgment thiat Cheap Tickets’ trademark is a genetic term, and
granting Cheap Tickets’ motion for sanctions.

Accordingly, it is ORDERED and ADJ UDGED:

1. ICS, and any ofticers, agenty, servants, employeos, or allorneys of ICS, and all others in
active concert or participation with them (collectively “Defendants™), are permanently enjoined
from using the CHEAP TICKET mark or CH EAPTICKET.COM domain name, or any mark or
domain name similar to or likely to cause confusion with Cheap Tickets’ CHEAP TICKETS,
CHEAP TICKETS INC., and CHEAP TICKETS INC. & Design marks in the sale, offering for
sale, advertising, or promoting any services or products, including travel services and products al
any Jocality in the United Statcs; fiom passing Defendant’s services of f as being associated with
Cheap Tickets: from registering the CHEAP TICKET mark; and from committing any other
unfair business practices directed loward oblaining for themselves the business and customers of
Chcap Tickets;

2. [CS must transfer the CHEAPTICKET.COM domain name to Cheap Tickets within ten
days of the date of this Judgment.

3. Wilhin ten days of the datc of this Judgment, ICS must surrender for destruction all
products, labels, packuging, advertisernents, and other matetials bearing the designation
associated with Defendant’s CHEAP TICKET or CHEAP TICKET.COM mark pursuant to 13
US.C § LLIg;



4. Effective the datc of this JTudgment, any state or federa) trademark obtained by ICS of the
CHEAP TICKET or the CHEAP TICKET.COM mark be canceled and declared null and void

pursuant to 15 US.C. § 1119;
5. That the Cheap Tickets’ wrademark is not a generic term,

6. Profits made by ICS, damages suffefed by Cheap Tickets, costs, and attomncy’s foes,
pursuant to thc Lanham Act (15 U.S.C. §1117 (z) and (b)), and sanctions pursuant to the Order
dated March 29, 2004, will be awarded to Cheap Tickets in an amount to be determined by the

Court after submissions by the parties and a hearing, il necessary.

Dated: Central Islip, New York
April z, 2004

SO ORDERED
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TRADEMARK
Docket No. 302082400630

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARX TRIAL AND APPEAL BOARD

INTERNATIONAL CONSULTING SERVICES, | Cancellation No.: 92032311

LTD. d/b/a ICS TRAVEL
Consolidated with Oppasition No. 91124251
Petitioner,
CHEAP TICKETS, INC. VA O

Respondent. 05-10-2004

U.S. Patent & TMOfc/TM Mail ReptDt. #22

REVOCATION OF POWER OF ATTORNEY AND
POWER OF ATTORNEY UNDER 37 C.F.R § 2.11

Commissioner for Trademarks
2900 Crystal Drive
Axlington, VA 22202-3513

Dear Commissioner:

Respondent hereby revokes all previous powers of attorney and appoints Philip T.
Besirof, Sherri N. Blount, Genevieve S. Burch, Barry E. Bretschneider, Thomas E. Ciotti, John
F. Declaney, Stephen C. Durant, Kimberly A. Eckhart, W. Brian Edge, Maame A F. Ewusi-
Mensah, Christopher E. George, Edward W. Gray, Jr., Douglas Hendricks, Lynn M. Humphreys,
Gladys H. Monroy, Kate H. Murashige, Carole E. Reagan, Aaron P. Rubin, Andrew N. Spivak,
Rosemary S. Tarlton, Jennifer Lee Taylor, Pia Yu and Dean J. Zipser, all members of a bar of a
state in the United States, all members of a bar of a state in the United States, as its attomeys
with ful] power of substitution and revocation, to transact al] business in the Patent and

Trademark Office in connection with the above referenced cancellation proceeding.

51-1699705
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Please direct all communications to:

Rosemary S. Tarlton

Mortison & Foerster Lie

425 Market Street

San Francisco, California 94105-2482

Please direct all telephone calls to Rosemary S. Tarlton at (415) 268-6810.

h =
Date Signature

7349767 4

Telephone No. (/ PrimtName and Tite

John Kim, General Coungel

Cancellation No. 920323}
Opposition No. §1124251
Docket No. 302082400630

+1-1699705

*% TOTAL PAGE.QB *x




TRADEMARK
Docket No. 302082400630

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTERNATIONAL CONSULTING SERVICES, Cancellation No.: 92032311
LTD. d/b/a ICS TRAVEL
Consolidated with Opposition

Petitioner, No. 91124251
V.
CHEAP TICKETS, INC. ;-

Respondent.

05-10-2004
us, Patent & TMOfe/Ti Mail Repy Ot #22

Box TTAB NO FEE
Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513

RESPONSE TO ORDER TO SHOW CAUSE
On April 20, 2004, the Trademark Trial and Appeal Board (“Board”) issued an Order to

Show Cause why it should not enter judgment against Respondent Cheap Tickets, Inc. (“Cheap
Tickets” or “Respondent”) in light of Cheap Tickets having allowed Registration No. 2,021,844,
involved in the aforementioned cancellation proceedings (““844 Registration™) to be cancelled
under Section 8 of the Trademark Act.! Pursuant to 37 C.F.R. 2.134(b) and Trademark Trial
Appeal Board Manual Of Procedure, Section 602.02(b), Cheap Tickets files this response to
show good cause why judgment should not be entered against it in connection with the ‘844
Registration. As is established in more detail below, the entry of judgment is not appropriate in
this case because Respondent has not abandoned the CHEAP TICKETS mark included in the

‘844 Registration. In fact, Cheap Tickets filed a timely Section 8 affidavit in connection with the

! The Order to Show Cause does not pertain to Registration No. 2,021,749 (““749
Registration”), for the word mark CHEAP TICKETS, INC., and which is also the subject of
these proceedings.

1 Canceliation No. 92032311
Opposition No. 91124251

Docket No. 302082400630
sf-1692584



‘844 Registration. See Declaration of Susan L. Crane (“Crane Decl.”) § 3 and Exh. A. Given the
timely filing of the Section 8 affidavit, the cancellation of the ‘844 Registration was an error by
the USPTO, which Respondent will seek to remedy through a petition to the Commissioner of
Patents and Trademarks. See id 4.

Moreover, given that Petitioner’s allegations with respect to the ‘844 Registration and the
CHEAP TICKETS mark have been held by a federal court to be entirely lacking in merit and
warranting the imposition of sanctions against Petitioner, the entry of judgment against
Respondent with respect to the ‘844 Registration would be tantamount to a travesty and
miscarriage of justice.

On December 12, 2002, Respondent filed a timely Section 8 Affidavit of Continued Use
for the ‘844 Registration.” See Crane Decl. § 3 and Exh. A. The USPTO confirmed receipt of
the Section 8 filing through an electronic communication with Respondent and entered a notation
on the TEAS system stating “TEAS Section 8 Received”. See id § 3 and Exh. B. Respondent
did not hear further from the USPTO concerning the Section 8 filing. 1d.| 4. It appears,
however, that on September 13, 2003, the USPTO erroneously cancelled the ‘844 Registration
for failure to file a Section 8 affidavit. /d. Exh. B. Respondent was not aware of the erroneous
cancellation of the ‘844 Registration until receipt of the Order to Show Cause on April 20, 2004.
Id. 4. In light of the fact that Respondent timely filed a Section 8 Affidavit of Continued Use,
rendering the subsequent cancellation an error, it would be inappropriate to enter judgment in
favor of Petitioner in this matter.

In addition, the utter lack of merit to Petitioner’s case and Petitioner’s misconduct in
pursuing the same claims asserted in the cancellation action in federal court provide further

support for the conclusion that there should be no entry of judgment for Petitioner on any

2 The Section 8 Affidavit submitted in connection with the ‘844 Registration erroneously
referenced U.S. Registration No. 2,021,749. When this error was detected by Respondent a few
days after the filing, Respondent confirmed with the Post Registration Branch of the USPTO that
it could be corrected through the filing of a letter explaining the error and providing the proper
registration number reference. Respondent submitted the requested letter on December 18, 2002.
See Crane Decl. § 3 and Exh. C.

2 Cancellation No. 92032311
Opposition No. 91124251

Docket No. 302082400630
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grounds in this case. Petitioner sought to intimidate Cheap Tickets into allowing Petitioner to
use the virtually identical designations of CHEAP TICKET and CHEAPTICKET.COM in
connection with its travel services to profit from Cheap Tickets’ success by creating both a
likelihood of and actual confusion among consumers. See Crane Decl., 5. To that end, on July
18, 2001, Petitioner filed the instant petition to cancel the ‘844 Registration and the ‘749
Registration* on grounds the marks were merely descriptive and/or generic. See id. Petitioner
did not include any allegations of abandonment in its pleadings. On the same day, Petitioner
initiated a suit in the United States District Court for the Eastern District of New York, Civil
Action No. 01-4768 JS, on the same grounds (“Federal Action™). See id., § 6. Again, Petitioner
did not include any allegation of abandonment. In the Federal Action, Cheap Tickets filed its
answer and counterclaim alleging, among other things, trademark infringement for Petitioner’s
use of the CHEAP TICKET designation and CHEAPTICKET.COM domain name. See id. On
October 10, 2001, Petitioner also filed Opposition No. 91124251 for Application Serial

No. 76/043,058. See id.,q 7. With its opposition, Petitioner cites the same grounds it alleges in
the instant cancellation proceeding and Federal Action. See id.

Because Petitioner made the same allegations in the instant cancellation proceeding, the
opposition proceeding and Federal Action, Cheap Tickets sought to consolidate and stay both the
cancellation and opposition proceedings pending final disposition of the Federal Action. See
Crane Decl., § 7. On August 23, 2002, the Board granted Cheap Tickets’ motion, and the
proceedings were consolidated and stayed. See id., § 7, Exh. D.

On May 5, 2003, both Petitioner and Cheap Tickets filed motions for summary judgment
in the Federal Action which would dispose of all issues raised. See Crane Decl., § 8. In light of
the complete lack of merit on the part of Petitioner’s allegations, Cheap Tickets prevailed on all

grounds and was awarded profits and sanctions. See id., Exh. E (March 29, 2004 Order Granting

3 Service of the petition occurred on August 17, 2001.

* The Board accepted a Section 8 Affidavit of Continued Use for the ‘749 Registration on
February 20, 2003.

3 Cancellation No. 92032311

Opposition No. 91124251
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Cheap Tickets’ Summary Judgment Motion and Denying ICS’ Cross Motion for Summary
Judgment Motion (“March 29 Order”)). Specifically, the Court found, as a matter of law, among
other things, that: (1) the CHEAPTICKETS designation was a valid and protectable mark; and
(2) Petitioner’s use infringed Cheap Tickets” ownership of the CHEAPTICKETS mark. See id.
at 24. It further awarded sanctions to Cheap Tickets after finding Petitioner had engaged in the
“most egregious violations of discovery” by exhibiting a “gross lack of care” in maintaining its
business records after its initiation of the Federal Action. Id. at 21-23.

Judgment was thereafter entered on April 9, 2004, in favor of Cheap Tickets and against
Petitioner (“Judgment”). See Crane Decl., § 9, Exh. F. The Court enjoined Petitioner from using
the CHEAP TICKET designation and CHEAPTICKET.COM domain name. See id. at 1. It
further ordered Petitioner transfer the cheapticket.com domain name to Cheap Tickets and
surrender for destruction all material bearing the CHEAP TICKET designation. See id. at 1. In
addition, the Court ordered cancellation of any state or federal trademark registration obtained by
Petitioner for the CHEAP TICKET or CHEAPTICKET.COM mark, and awarded damages and
sanctions to Cheap Tickets. See id. at 2.

The findings that Petitioner’s allegations were utterly lacking in merit and that Cheap
Tickets was entitled to both profits and sanctions, demonstrate that Petitioner pursued both the
Federal Action, the instant cancellation and the opposition proceedings in bad faith. The abuse
of process evidenced by Petitioner, coupled with the fact that Cheap Tickets made a timely
Section 8 filing with respect to the ‘844 Registration, warrant a finding that the Board should not

now reward Petitioner with entry of judgment in its favor on any basis.

4 Cancellation No. 92032311
Opposition No. 91124251
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For the foregoing reasons, Cheap Tickets believes it has established good and sufficient
cause to request the Board not enter judgment against Cheap Tickets in these cancellation

proceedings based on the Section 8 cancellation of the ‘844 Registration.”

Respectfully submitted,

Dated: May@, 2004 By: ] TN m\

Rosgmary S. farlton
Attorney for Respondent
Cheap Tickets, Inc.

Morrison & Foersterie

425 Market Street

San Francisco, California 94105-2482
Telephone: (415) 268-6810

Facsimile: (415) 268-7522

3 Petitioner has filed a notice of appeal in the Federal Action. As such, Cheap Tickets
does not, at this time, seek dismissal of these proceedings in light of the findings in the March 29
Order and Judgment entered in the Federal Action. Cheap Tickets plan to seek such dismissal as
soon as the judgment in the Federal Action is final.
5 Cancellation No. 92032311
Opposition No. 91124251
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PROOF OF SERVICE BY MAIL

I am employed with the law firm of Morrison & Foerster LLP, whose address is 425
Market Street, San Francisco, California, 94105; I am not a party to the within cause; I am over
the age of eighteen years and I am readily familiar with Morrison & Foerster’s practice for
collection and processing of correspondence for mailing with the United States Postal Service
and know that in the ordinary course of Morrison & Foerster's business practice the document(s)
described below will be deposited with the United States Postal Service on the same date that it
is placed at Morrison & Foerster with postage thereon fully prepaid for collection and mailing.

I further declare that on the date hereof I served a copy of:
RESPONSE TO ORDER TO SHOW CAUSE;

DECLARATION OF SUSAN L. CRANE IN SUPPORT OF RESPONSE TO
ORDER TO SHOW CAUSE

on the following by placing a true copy thereof enclosed in a sealed envelope addressed as
follows for collection and mailing at Morrison & Foerster LLP, 425 Market Street, San Francisco,
California, 94105:

Thomas A. O’Rourke, Esq.
Bodner & O’Rourke, LLP
425 Broadhollow Road
Suite 108

Melville, NY 11747

Wyatt, Gerber & O’Rourke, LLP
99 Park Avenue
New York, NY 10016

I declare under penalty of perjury under the laws of the State of California that the above
is true and correct.

Executed at San Francisco, California, this /0 th day of May, 2004.

%«A
Lorna Simpson Kfn\/],,w

(typed) ! signatgre)

6 Cancellation No. 92032311
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TRADEMARK
Docket No. 30208-24006.30

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTERNATIONAL CONSULTING SERVICES, LTD. | Cancellation No.: 92032311
d/b/a ICS TRAVEL

Petitioner, No. 91124251
V.
CHEAP TICKETS, INC.

Respondent.

CERTIFICATE OF MAILING BY EXPRESS MAIL

BOX TTAB NO FEE
Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3514

Dear Sir/Madam:
Express Mail Label No.: EV147504919US
Date of Deposit: May 10, 2004

I hereby certify that the attached Response to Order to Show Cause; Declaration
of Susan S. Crane in Support of Response to Order to Show Cause; Revocation of
Power of Attorney and Power of Attorney Under 37 C.F.R. § 2.11 (in duplicate); Proof
of Service by First Class Mail and receipt verification postcard are being deposited with
the United States Postal Service Express Mail delivery as “Express Mail Post Office to
Addressee” service under 37 C.F.R § 1.10 on the date indicated above, and is addressed
to: BOX TTAB NO FEE, Commissioner for Trademarks, 2900 Crystal Drive,
Arlington, VA 22202-3514.

Respectfully submitted,
(4"—_\
By:
\Scott Stgwart__

sf-1700576

Consolidated with Opposition



TRADEMARK
Docket No. 30208-2400630

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTERNATIONAL CONSULTING SERVICES, Cancellation No.: 92032311
LTD. d/v/a ICS TRAVEL
Consolidated with Opposition

Petitioner, | No. 91124251

v. - - Come T
(A AR

CHEAP TICKETS, INC.

Respondent. 05-10-2004 .

U.S. Patent & TMOfc/TM Mail Rept Dt. #22
DECLARATION OF SUSAN L. CRANE IN SUPPORT
OF RESPONSE TO ORDER TO SHOW CAUSE

Box TTAB NO FEE
Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513

1. I, Susan L. Crane, declare that [ am Vice President of Cedant Corporation, which
acquired Respondent Cheap Tickets, Inc. (“Cheap Tickets”). I am authorized to make this
declaration on behalf of Cheap Tickets.

2. I oversee all work performed by our counsel in connection with Cheap Tickets’
trademark property rights, including the rights of the CHEAP TICKETS, INC. and Design mark
identified in Registration No. 2,021,844, and involved in the aforementioned cancellation
proceedings (“‘844 Registration™).

3. On December 12, 2002, Cheap Tickets filed a Section 8 Affidavit of Continued
Use for the ‘844 Registration. Attached as Exhibit A is a true and correct copy of the Section 8
filing for the ‘844 Registration. The USPTO confirmed receipt of this filing and noted its receipt
on the TEAS system. Attached as Exhibit B is a true and correct copy of the USPTO website
records showing this notation. The Section 8 Affidavit filed in connection with the ‘844

Registration erroneously referenced U.S. Registration No. 2,021,749. As soon as this error was

1 Cancellation No. 92032311
Opposition No. 91124251

Docket No. 302082400630
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detected, my office contacted the Post Registration Branch of the USPTO and confirmed that it
could be corrected with a written submission clarifying and correcting the erroneous reference.
We made that submission on December 18, 2003. Attached as Exhibit C is a true and correct
copy of the letter submitted to make the requisite correction with respect to the Section 8 filing
for the ‘844 Registration.

4. To date, Cheap Tickets has not received any communication from the USPTO
concerning the Section 8 Affidavit filed in connection with the ‘844 Registration. Cheap Tickets
first learned of the cancellation of the ‘844 Registration when it received the Order to Show
Cause in this action. Cheap Tickets will seek to remedy the erroneous cancellation through a
Petition to the Commissioner.

5. Petitioner International Consulting Services, Ltd. (“Petitioner”) sought to
intimidate Cheap Tickets into allowing ICS to use the virtually identical designations of CHEAP
TICKET and CHEAPTICKET.COM in connection with its travel services to profit from Cheap
Tickets’ success by creating both a likelihood of and actual confusion among consumers. On
July 18, 2001, Petitioner sought, with the instant proceeding, to cancel the ‘844 Registration and
Registration No. 2,021,749 (““749 Registration”) on grounds the marks were merely descriptive
and/or generic. Service of the petition occurred on August 17, 2001.

6. On July 18, 2001, Petitioner initiated a suit in the United States District Court for
the Eastern District of New York, Civil Action No. 01-4768 JS, on the same grounds (“Federal
Action™). Cheap Tickets filed its answer and counterclaim alleging, among other things,
trademark infringement for ICS’ use of the CHEAP TICKET designation and
CHEAPTICKET.COM domain name.

7. Because Petitioner made the same allegations in the instant cancellation
proceeding, the opposition proceeding and Federal Action, Cheap Tickets sought to consolidate
and stay both the cancellation and opposition proceedings pending final disposition of the

Federal Action. On August 23, 2002, the Board granted Cheap Tickets’ motion, and the

2 Cancellation No. 92032311
Opposition No. 91124251
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proceedings were consolidated and stayed. Attached at Exhibit D is a true and correct copy of
the Board's Order.

8. On May 5, 2003, both Petitioner and Cheap Tickets filed motions for summary
Jjudgment in the Federal Action which would dispose of all issues raised, In light of the complete
lack of merit on the part of Petitioner’s allegations, Cheap Tickets prevailed on all grounds and
was awarded damages and sanctions. Attached at Exhibit E is a true and correct copy of the
March 29, 2004 Order Granting Cheap Tickets’ Summary Judgment Motion and Denying ICS’
Cross Motion for Summary Judgment Motion (“March 29 Order”).

9. Judgment was thereafter entered on April 9, 2004, in favor of Cheap Tickets and
against Petitioner (“Judgment”). Attached at Exhibit F is a true and correct copy of the
Judgment.

All statements made herein of my own knowledge are true and that all statements made
on information and belief are believed to be true; and further, that these statements are made with
the knowledge that willful, false statements and the like so made are punishable by fine or
imprisonment or both, under section 1001 of Title 18 of the United States Code and that such

willful false statements may jeopardize the validity of any registration granted on the above

application.
5loJo4 gl:ow 5 oLn g
! Date Signature N
ax,- Hale ‘5—‘?)0) Susan Crane, Vice President
Telephone No. Cendant Corporation

3 Cancellation No. 92032311
Opposition No. 91124251
3£-1694941 Docket No, 302082400630



EXHIBIT A



PTO Form: Declaration of U~ Mark Under Section 8 ~ Page 1 of 1

Success! 0? 0 ; / féj %

We have received your Trademark Declaration of Use of Mark Under Section 8 for
registration number 202F799” We will send an Email message to
'brenda.pope@cendant.com'. However, since e-mail is not always reliable, please print out
and save this notice. Thank you.

TEAS support team

Thu Dec 12 14:36:09 EST 2002 |
STAMP: USPTO/SECTO08-204152142202-20021212143609036004-2021749-2001965667d7€07a5c353dodb899a437 3d-RAM-729-

20021212142007551009

Trademark Elcctronic Applicotion System (TEAS) service
U.,S, Patent and Trademark Office

7 aeame PINTEAS@uspto.gov

https://rampsdev.uspto.gov/ram26/Controller;jsessionid=t8hk6pf892 12/12/02



Pope, Brenda

From: PrinTEAS@uspto.gov

Sent: Thursday, December 12, 2002 2:36 PM

To: brenda.pope@cendant.com

Cc: teas@uspto.gov; e-receipt@teas.uspto.gov

Subject: Received Your Trademark Daclaration of Use of Mark Under Section 8

<MARK> CHEAP TICKETS INC.

We have received your Declaration of Use of Mark Under Section 8 for registration number '2021749'. A summary of your
submission is listed below. If you determine that you made an error in the information you entered, DO NOT request via e-
mail that we correct your filing. The TEAS staff cannot make any changes. You may file an amendment IMMEDIATELY
(if still within the statutory period), via a hard paper copy, not electronically, listing your mark and registration number, and
stating your proposed correction, to the following address:

BOX Post Reg

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202

To avoid lateness due to mail delay, it is recommended that you include the following CERTIFICATE OF MAILING
language as part of your submission:

| certify that the foregoing is being deposited with the United States Postal Service as first class mail, postage prepaid, in
an envelope addressed to the Assistant Commissioner for Trademarks, 2900 Crystal Drive, Adington, VA 22202-3513, on:

Date of Deposit
Signature
Name

REGISTRATION NUMBER: 2021749
REGISTRATION DATE: 12/10/1996
* Applicant Information

The owner, Cheap Tickets Incorporated, residing at 1 Sylvan Way Parsippany NJ US 07054, is using the mark in
commerce on or in connection with the goods and/or services as follows:

* Classification and Listing of Goods/Services:

For International Class 039, the owner is using the mark in commerce on or in connection with all goods and/or services
listed in the existing registration, as evidenced by the attached specimen(s) showing the mark as used in commerce.

The owner is submitting one specimen for each class showing the mark as used in commerce on or in connection with any
item in the class of listed goods and/or services, consisting of a(n) shot from webpage.

“Correspondence Information

The applicant, hereby appoints Susan L. Crane and Kathryn Geib, Joel Buckberg of Cendant Corporation, One Sylvan
Way Parsippany NJ USA 07054 to submit this application on behalf of the applicant.
* Fees

A fee payment in the amount of $100 will be submitted with the form, representing payment for 1 class(es), plus any
additional grace period fee, if necessary.



v, ’
* Dactaration Signature

Signature:/vincent ventura/ Date: 12/12/2002
Signatory's Name: Vincent Ventura
Signatory's Position: Senior Vice President

s==s===xm=o—=czze===TEAS XML SUBMISS|ON===========zz============
<?xml version = '1.0' encoding = '1S0-8859-1'?>
<uspto-tm-document document-type="s08" description="Section 8" system-creator="eteas" version="2.0" version-
date="2002-06-17" copyright="Copyright 1999-2002 United States Patent and Trademark Office">
<trademark-case-files>

<trademark-case-file>

<case-file-header>
<reglstrat|on-number>2021749</reg:straﬂon-number>
<serial-number>74683869</serial-number>

<mark action-code="read" version="original">

<typed-mark>

<mark-text>CHEAP TICKETS INC.</mark-text>

</typed-mark>

</mark>

<registration-date>18961210</registration-date>
</case-file-header>

<section-8-form>

<goods-services>

<goods-service action-code="create" varsion="new">
<class-code>039</class-code>
<keep-descnptlon-text—ﬂag>YES<Ikeep-descnptlon-text-ﬁag>
<specimen action-code="create" varsion="new">

<file-name image-type="pjpeg“>204152142202-12142007903-CHEAP_TICKETS_INC_SPECIMEN_(2021748).jpg</file-
name>

<description-text>shot from webpage</description-text>
</specimen>

</goods-service>

</goods-services>

<case-file-owners>

<case-file-owner action-code="read" varsion="original">
<owner-role-code>30</owner-role-code>
<owner-role-sequence-number>0</owner-role-sequence-number>
<entry-sequence-number>{</entry-sequence-number>
<name>Cheap Tickets Incorporated</name>

<street>1695 Kapiolani Boulevard </street>

<city>Honolulu</city>

<state>H| </state>

<postal-code>96814</postal-code>
<country-name>US</country-name>

</case-file-owner>

<case-file-owner action-code="update" version="correction">
<owner-role-code>30</owner-role-code>
<owner-role-sequence-number>0</owner-role-sequence-number>
<entry-sequence-number>1</entry-sequence-number>

<street>1 Sylvan Way</street>

<city>Parsippany</city>

<state>NJ</state>

<postal-code>07054</postal-code>

</case-file-owner>

</case-file-owners>

<signatures>

<esugnature‘type>ESIGN-ON</eSlgnature -type>

<signature action-code="create" version="new">
<signature-type>D</signature-type>
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<signature-entry-number>1</signatu.e-entry-number>
<gignature-name>/vincent ventura/</signature-name>
<signatory-date>20021212</signatory-date>
<signatory-name>Vincent Ventura</signatory-name>
<signatory-position>Senior Vice President</signatory-position>
<[signature>

</signatures>

<fee-types>

<fee-type action-cade="create" version="new">
<fea-code>7205</fee-code>

<number-of-classes> 1 </number-of-classes>
<number-of-classes-paid>1</number-of-classes-paid>
<subtotal-amount>100</subtotal-amount>

</fee-type>

<total-amount>100</total-amount>

</fee-types>

<payment>

<ram-sale-number>729</ram-sale-number>
<ram-accounting-date>20021212</ram-accounting-date>
</payment>

</section-8-form>

<correspondence-form>

<source-form>s08</source-form>

<correspondences>

<correspondence action-code="create" version="new">
<{ype-code>a</type-code>

<new-address>

<name>Susan L. Crane</name>

<fim-name>Cendant Corporation</frm-name>

<street>One Sylvan Way</street>

<city>Parsippany</city>

<state>NJ</state>

<postal-code>07054</postal-code>
<country-name>USA</country-name>
<phone>973-486-5139</phone>

<fax>973-496-4624</fax>

<email authorized="y">susan.crane@cendant.com</email>
<other-appointed-attorney>Kathryn Geib, Joel Buckberg</other-appointed-attorney>
</new-address>

</correspondence>

</correspondences>

</correspondence-form>

</trademark-case-file>

</trademark-case-files>

<filing>

<filing-identifier>20021212143609038004-202 1749</filing-identifier>
<xml-create-date>20021212 14:20:07 </xml-create-date>
<submit-date>Thu Dec 12 14:36:09 EST 2002 </submit-date>
<teas-stamp>USPTO/SECT08-204152142202-20021212143609038004-2021749-
200f9658a67d7607a5¢353dcdh899a4373d-RAM-729-20021212142007551009</teas-stamp>
<filing-description>Declaration of Use of Mark in Commerce Under Section 8</filing-description>
<reply-email>brenda.pope@cendant.com</reply-email>
</filing>

</uspto-tm-document>

TEAS support team
Thu Dec 12 14:36:09 EST 2002

STAMP: USPTO/SECT08-204152142202-20021212143609038004-2021749-200f9658a67d7¢07a5¢353dcdb899a4373d-
RAM-729-20021212142007551009



- Declaration of Use of Mark irommerce Under Section 8 ~

PTO Form 1583 (Rev 4/2000)
OMB Canlrol #0651-0009 {Exp. 08/31/2004)

Page 1 of 2

Declaration of Use of Mark in Commerce Under Section 8

The table below presents the data as entered.

Input Field Entered
MARK CHEAP TICKETS INC.
REGISTRATION NUMBER 2021749
REGISTRATION DATE 12/10/1996
OWNER NAME Cheap Tickets Incorporated
OWNER STREET 1 Sylvan Way
OWNER CITY Parsippany
OWNER STATE NJ
OWNER POSTAL CODE 07054
OWNER COUNTRY UsS
ATTORNEY NAME Susan L. Crane
ATTORNEY FIRM NAME Cendant Corporation
ATTORNEY STREET One Sylvan Way
ATTORNEY CITY Parsippany
ATTORNEY STATE NJ
ATTORNEY POSTAL CODE 07054
ATTORNEY COUNTRY usa
ATTORNEY PHONE 973-496-5139
ATTORNEY FAX 973-496-4624
ATTORNEY EMAIL susan.crane@cendant.com
ATTORNEY AUTHORIZED TO Yes
COMMUNICATE VIA E-MAIL
OTHER APPOINTED ATTORNEY(S) Kathryn Geib, Joel Buckberg
SERIAL NUMBER 74683869
CLASS CODE 039

http://eteas.uspto.gov/serviet/V2,0/sect08202.Get?USPTO/SECT08-204152142202-2002121...

12/12/02



“Declaration of Use of Mark ¥ ~<ommerce Under Section 8 ~ Page 2 of 2

KEEP EXISTING GOODS AND/OR SERVICES | YES
204152142202-12142007903-
SPECIMEN FILE NAME CHEAP_TICKETS_INC_SPECIMEN_
, (2021749).jpg
SPECIMEN shot from webpage
SIGNATORY NAME Vincent Ventura
SIGNATORY POSITION Senior Vice President
NUMBER OF CLASSES 1
NUMBER OF CLASSES PAID 1
TOTAL AMOUNT 100

|
\
\
SUBTOTAL AMOUNT 100 |

http://eteas.uspto.gov/servlet/V2.0/sect08202.Get?USPTO/SECT08-204152142202-2002121... 12/12/02



. «Declaration of Use of Mark/~Commerce Under Section 8 N Page 1 of 1

PTO Form 1683 (Rev 4/2000)
OMB Control #0651-0009 (Exp. 08/31/2004)

Declaration of Use of Mark in Commerce Under Section 8

Registration Number: 2021749

Specimen : 204152142202-12142007903-CHEAP_TICKETS_INC_SPECIMEN (2021749) Jrg

Tha Best Keot Secret:fn Travel
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Go Back

http://eteas.uspto.gov/servlet/V2.0/sect08202.Get?USPTO/SECT08-204152142202-2002121... 12/12/02
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Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.
This page was generated by the TARR system on 2004-05-07 14:45:06 ET
Serial Number: 74713960 Assignment Information

Registration Number: 2021844 Assignment Information

Mark

H
s

|

(words only): CHEAP TICKETS INC.

Standard Character claim: No

Current Status: Registration canceled under Section 8.
Date of Status: 2003-09-13

Filing Date: 1995-08-10

Transformed into a National Application: No
Registration Date: 1996-12-10

Register: Principal

Law Office Assigned: LAW OFFICE 105

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-08-08

LAST APPLICANT(S)/OWNER(S) OF RECORD

I. Cheap Tickets Incorporated
Address:

Cheap Tickets Incorporated
1695 Kapiolani Boulevard

http://tarr.uspto.gov/servlet/tarr?regser=serial&entrv=74713960 5/7/2004



Latest Status Info Page 2 of 3

Honolulu, HI 96814

United States

Legal Entity Type: Corporation

State or Country of Incorporation: Hawaii

GOODS AND/OR SERVICES

travel agency services, namely, arranging travel packages; making reservations and bookings for
transportation; travel booking agencies; and travel information services

International Class: 039

First Use Date: 1995-06-04

First Use in Commerce Date: 1995-06-04

Basis: 1(a)

ADDITIONAL INFORMATION

Disclaimer: "INC."

Section 2(f): as to "CHEAP TICKETS"

MADRID PROTOCOL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2003-09-13 - Canceled Section 8 (6-year)

2002-12-12 - TEAS Section 8 Received

2001-08-17 - Cancellation instituted for Proceeding

1996-12-10 - Registered - Principal Register

1996-09-17 - Published for opposition

1996-08-16 - Notice of publication

1996-07-17 - Approved for Pub - Priﬁcipal Register (Initial exam)
1996-06-28 - Examiner's amendment mailed

1996-05-17 - Communication received from applicant

1996-02-01 - Case file assigned to examining attorney

1995-11-17 - Non-final action mailed

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=74713960 5/7/2004



Latest Status Info

1995-11-09 - Case file assigned to examining attorney

Page 3 of 3

CONTACT INFORMATION

Correspondent (Owner)
Mark J. Nielsen (Attorney of record)

Mark J. Nielsen
12351 Lake City Way N.E., Suite 203
Seattle, WA 98125

http://tarr.uspto.gov/servlet/tarr?regser=serial&entry=74713960

5/7/2004
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Legal Depactment
Operatlons Group

& CENDANT

December 18, 2002

VIA FACSIMILE 703-746-3200
POST -~ REG
Commissioner of Trademarks

2900 Crystal Avenue
Arfington.. VA 22202-3513

Atin; Keara Lance - Post Reglstration Branch

Re: Registration No 2,021,844
Mark: CHEAP TICKETS, INC.

Dear Ms. Lance:
This shall confirm our conversation wheraln | advised your office that the wrong

Declaration of Use was electronically filed for the above-referenced mark on
December 12th. The Declaration of Use was inadvertently flled under

Ragistration No. 2,021,749 but ve been fil n
2,021,844 You will note fees were deducted out of Deposit Account No.

601291, for the same repistration. .
If you have any questions, please do not hésitate fo coritact me.
Thank you for your assistance in this mattar.

Sincerely,

lfy_

Brenda Pope
Senior Paralegal

cE MISSION ; )

| heraby dartity that this corespondance is being facsimile tranamitted

to the Rftent and Trademark on December 18, 2002.

BrendX Pope / C . R

17




~ 3
—~ Legal Department

Operations Group

& ceENDANT

December 18, 2002

VIA FACSIMILE 703-746-3200

POST - REG

Commissioner of Trademarks
2900 Crystal Avenue
Adington, VA 22202-3513

Attn: Keara Lance — Post Registration Branch

Re: Registration No 2,021,844
Mark: CHEAP TICKETS, INC.

Dear Ms. Lance:

This shall confirm our conversation wherein | advised your office that the wrong
Declaration of Use was electronically filed for the above-referenced mark on
December 12th. The Declaration of Use was inadvertently. filed under
Registration No. 2,021,749 but should have been filed under Registration No.
2,021,844 You will note fees were deducted out of Deposit Account No.
501291, for the same registration.

If you have any questions, please do not hesitate to contact me.
Thank you for your assistance in this matter.

Sincerely,

J?A_

Brenda Pope
Senior Paralegal

CERTIFICATE OF TRANSMISSION

| hereby dertify that this correspondence is being facsimile transmitted
to the RPtant and Trademark Office on December 18, 2002.

(-
7

Brenga Pope

131646

Ccudant Corporation. | Sylvan Way, Parsippany. NJ 07054, Tcl: 973 42%-9700. Fax: 973 496-5915.



T0:AULo-reply fax to 1 973796 5331 COMPANY: -~

Auto-Reply Facsimile Transmission

\ UNITEL; STATES - TO : Fax Sender at 1 973 496 5331

7 PATENT AND Fax Information
Dale Received: 12/18/02 2:32:02 PM [Eastern Standard Time]
** * * TRADEM ARK OEHCE Total Pages: 1 (including cover page)

ADVISORY: This is en automalically generaled return receipt confirmation of the facsimile transmission received by
the Offlice. Please check to make sure that the number of pages lisled as received in Total Pages above matches
what was infended fo be sent. Applicants are advised to'refain this recelpt in the unlikely event that proof of this
facsimlile transmission is necessary. Applicanls are also advised to use the certificale of facsimile transmissfon
procedures set forth in 37 CFR 1.8(a) and (b), 37 CFR 1.6(f). Trademark Applicants, also see the Trademark
Manual of Examining Procedure (TMEF) section 306 et seq.

Received €C (9 IOOZ 14327 PR CINFOT CORP L 373 636 2321 YO DITOJTapILbe 7.0l
Cover | - i
Page | & cenpant
Sommo==> . Ooccmber 18, 2002
70)-74A-3200
" POST ~REG
Commizaioner of Trademardo

2500 Crystal Avonue
Affingtan, VA 722029613

Atn, Kears Lance « Poet Reghtration Branch

: Ra  Reglimlon No 2,021,844
Mart; CHEAP MCKETS, INC, -

Deer Ma. Lance:
Thiv ahgl conrern U7 conversation wherala | sdvised your office Thet e wiang

Dactaradon ¢/ Use wat elactrunaaly flied for o adove-raferancad ma on
- Decamber 12, Thw Decarition of Use wan Inadversntly fled under

qum No. 2,021,748 But xhould have been fied Undsr Revlatraiion Ne,
10X BU, You WAl ncle ooy ko d aut of Dogoct Acooumt Na.

i 501281, for the same leglatrwdan.
1 you have sny questiom, plcase 7o ot hastam (o contsct me,
, Thank you or your asslstance I {hre matiar,

Bineassly,

'f‘_‘

Brence Popa
Senfor Parviegs!

T N Cymeaamdenco a taing feceinbe Tarmed
M o Trotemark aa Danorvmar \E, 7002,

A
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Penrt
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EXHIBIT D



UNITED STATES PATENT AND TRADEMARK OFFICE
i Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Mailed: August 23, 2002

Opposition No. 91124251
Cancellation No. 32,311

INTERNATIONAL CONSULTING
SERVICES, LTD D/B/A ICS TRAVEL

V.
CHEAP TICKETS, INCORPORATED

Nancy L. Omelko, Interlocutory Attorney:

Oﬁ May 1, 2002, applicant/respondent filed a motion to
consolidate.the two proceedings referenced above and to
suspend for pending civil action.

It is the view of the Board that consolidation is
appropriate inasmuch as the parties are the same and the two
proceedings involve common questions of fact.
Applicant/respondent motion to consolidate is hereby
granted. Accordingly, Opposition No. 124,251 and
Cancellation No. 32,311 are hereby consolidated.

The consolidated cases may be presented on the same
record and briefs. See Helene Curtis Industries Inc. v.
Suave Shoe Corp., 13USPQ2d 1618 (TTAB 1989). As a general
rule, from this point on only a single copy of any paper or
motion should be filed herein; but that copy should bear all

proceeding numbers in its caption. Exceptions to the




general -rule involve stipulated extensions of the discovery
and trial dates, see Trademark Rule 2.121(d), and briefs on
the case, see Trademark Rule 2.128.

The motion to suspend the proceeding pending final
determination of a civil action between the parties is
hereby granted as well taken.! It is the policy of the
Board to suspend proceedings when the parties are involved
in a civil action which may be dispositive of or have a
bearing on the Board case. See Trademark Rule 2.117(a).

Accordingly, proceedings are suspended pending final
disposition of the civil action between the parties.

Within twenty days after the final determination of the
civil action, the interested party should notify the Board
so that this case may be called up for appropriate action.
During the suspension period the Board should be notified of

any address changes for the parties or their attorneys.

Il Defendant’‘s consented motion (filed July 8, 2002) to extend
discovery and testimony dates is moot.
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e TR

=V | K ' U8 Liaula Ugnia vt MY
,:“’;‘. ;i UNTTED 'STATES DISTRICT COURT

‘:xt‘*"‘;,;‘;EASTERN DISTRICT OF NEW YORK x * MAR 2 r) 0y %
B b RNAT TONAL CONSULTING SERVICES, 3 27 B
“-i';-“;.'"-umﬂ ‘d/b/a ICS TRAVEL, Lowul ;1 AND OFFICE
ﬂﬁ A Plaintlff,

‘“ g ‘%:ff],, against - _ MEMORANDUM AND ORDER
45 «? 2 01-CV—~4768 (J8) (MLO)

""u:ﬂEAP TICKE‘.TS, INC,

Deféndant.
O X

e il !
-f't ~’«,-" ;E‘p; P'La::.nt:_ff. i Thomas A. O'Rourke, Esq.

Qj& LRI ‘ | Badner & O'Rourke

R o e : ! 425 Broadhollow Road
..43.9@,;,‘5 9.V i Suite 108 ~

gLy 1}"\“ " :;, Melville, New York 11747
j’, e.:.';:: u]-v ‘ll . ':

-ai:!"?a. br Defendant. .. ; Jamie A, Levitt, Esq.
el Ai] Morrison & Foerster, ILLP
‘4“'.%"1 Sgder e * 1290 Avenue of the Americas
3ot ks VAR + New York, New York 10104
SR =

«m-n' '

i" ;gEYBERT' D:L\tr:.ct Judge:

a

f,

.'5 4&3’?[1“\.‘*)' i AN .,

}.‘ Eg"i“‘ ::;I- z, . Pending . before the Court is a motion brought by
1' 2 $.|...x,.. . ,

?‘.é;\.":{r De,fendant, Cheap Tickets, Inc. (“Defendant” or “Cheap Tickets”),

"F,,Ll,tl'.z o,

.,

O

"},‘:;,{'(:'Q:JEEJ ?eeking summary judgment pursuant to Rule 56 of the Federal Rules
] PSR 1

.\.‘-ﬁ\- {,l . '

|.,. P

hi,,g'“‘-“of Civil -Procedurs. Defendant seeks summary Sjudgment on its
,.,_fcrademark ;mfringement, unfair competition, and cybersquatting

-Aﬂ '- ") ‘
ny

Also,

pendlng before this

Ls! (15 /03 NI |
e .

03/30/2004 TUE 16:25 [TX/RX NO 8166]

ru ~ e

(15

[doo2




A
Iuv + .(J N

.-m. .wt-,‘«v'aild trademark. As discussed below, this Court finds that, as a
"fl, 'f).:l;.a1‘=1.:8r of . law, Defendant’s summary judgment motion as to
.:-a:jE:&“ , P.lhin'ta.ff’ trademark infringement, unfair competition, and
-l’ .éyberscmatti‘lg claime is GRANTED. Ip addition, Defendant’s motion
et

L":’f f’r.sanctions is GRANTED. Plaintiff’s motion for summary judgment

SIALES 452
Fred

A I
03 ala.d trademark is, DENTED.
(I BT
p b’ii RN BACKGROUND

0

t
1
1

" iThe following facts are taken primarily fzom the parties’

O
. ..T’,:-‘,{;;pn.... K

lig é‘aSe.{ax‘mses o'ut of 8 dispute regarding the use of the name
|.

a;gln ;’ficket(s) and was instituted by Plaintiff who requested that

I '-

s Court ‘declarelthe Defendant’s trademarks invalid, Defendant

: 4.' Lt . | )
ﬁ; On August 20, 1986, Cheap Tickets was incorporated in
ByiLs '1

.q‘ Hawaii and was, and still is, in the business of selling discounted
. 44‘3 o *

a; ‘i?\travel.'-relai.ed goods and serviceg. Def.’s Stmt. 971 3-4, Since

%r” o
1386‘ Chaap Tickeéts has continuously used several service marks in

‘\ }fr‘ '
‘ gg.( l":"% *n .' '.
gg,ﬁr..'lts bu51ness and .spent millions of dollars advertising these
l'~l‘ . ‘\'\‘M
. W—W 'E,
r;"v’" ‘-rservn.ce marks. Def.’.-a stnt. 99 6-12. The texm Cheap Ticket (s) has
:.-';j),i.,‘ LA
«_,?- s

I ﬁqbgpn‘gsed in a variety of contexts for over 100 years., Pl.’s Stmt.

.
\'J..t'if : }"i :' ' .
AT PR

03/30/2004 TUE 16:25 [TX/RX NO 8166) 1003



magaz:.nes, mnhsites, telev:.s:.on program and at least one book.

PR

?i"'eln'e stmt- 9 2-13.
1]
Cheap Tickets has sought to protect thier trademarks by

filing applications in the United States Patent and Trademark
«‘('.
H foice (*USETO”). . On December 10, 1996, after examination, the

Usp'ro accepted an application for registration of the mark “Cheap

-

Tickets Ine.” when used in connection with travel agency services.

T3

] e ,-r

___.. '.
- L i

;af rs stmt. 9¥ 15-22. After filing the instant action, ICS

i
.{"“{'-*.q“"&,getitioned the USPTO to cancel ‘this mark in August 2001, Def.’s
: n‘:-‘&.".u

_-'_:‘I?i‘: Pseme. 1 23. similarly, the USPTO alsc accepted an application foxr

'-.‘u Mc Y

B ..
&
.

-

-‘v

«[Yrm, TR
3 _.-‘ixegn\strat:.on of the mark “Cheap Tickets Inc.” when used in

.‘ 1’-;'-;” L. ;
E:.-th‘e mark pursuant to Section 2(f) of the Trademark Act, the

G rademark ‘was accebted for registration. DBef.’s Stmt. ¥ 25. Om

i et
=3 "‘
.c-“-

lSaaEt‘flgr;\ber wl], 2001l the USPTO published both s=exvice “m'arks for
jgsllﬁés:l.'t:::.on. Def.’ s: stmt. ¥ 37. The applications for registration
‘:g:tye mark were {accepted by the USTPO on December 4, .20-01 and
%ébril ‘2, 2002 Id,

. Cheap Tlckets subnitted applications to the USPTO for the
sz:ks “Cheapticketa and “Cheaptickets.com.” Def.’s Stmt. 1 38-
(bl‘ﬂﬁ . :With regard to “Cheaptickets,” the USPTO atated that the
appllcation appears to be entitled to registxation and published it

s
’;‘ «,fqr opposition. The USPTO also published thie mark for opposgition.

03/30/2004 TUE 16:25 [TX/RX NO 8166) 004



‘:{Q"i%.; .“':.""fDP;f.'s stmt. 9, 49. Also, the USPTO registered the

Mot "'.‘. 'At’! W .
(e cheaptlcketd com”' service mark. Def.’s Stmt. I 213. Cheap

L
ST
,r i}:'l‘ickets ‘has been using the domein name Cheaptickets.com since
h‘l’}‘?n" " “w .
Pz 1%"()x:\‘:.ober 3, 1997, Def s Stmt. ¥ 54. Cheap Tickets has experienced

;'tremendous growth in the usage of their website. Def.’s Stmt, 19

On several occasions, Cheap Tickets has utilized the

e their marks_ Def.'s Stmt. 99 64-75. These actions caused Mr.

Cheap B Trav-ﬁ-l, Ltd. to abandon a trademark application, All World

S

W5 b t‘_, \-.g‘ .
'?' e *E‘l‘ravel and Trade to transfer a domain name to Cheap. Tickets, and
% o]

f- )
D AT
u:g%‘(qu llialr Deal Travel to be "permanently EIJJOlIIEd from using Cheap

r'?“_, .a.ckets mark and they were ordered to pay approxl.mately §20,000 in
il e T T
i'ﬂ5&§AMag65a‘-'Def s Stmt. €9 66, 70-71, 175. In addition, Cheap

keés has ﬁent ce,ase and degist letters to other companies which

-'t suspects are mpfr:.nging its mark. Def.’s Stmt. 99 76-87.
ok 5 Sn?ever, t;here are idomain nanes registered to many companies which
Hi S

'? 'lhfringe the Cheap Tickets mark that have not basn pursued by

bheap T:.cketis- Pl'l s Stmt. 94 75. To prevent other companies from

J~
'-:‘.-_ethmterlng‘ these | potentially infringing domain names, Cheap

oy

e [l
. [

=

., ...‘

ICS 1s ,a travel company formed by William Smith

25,133

Def.’s Stmt. 9 89. During the years 13986 through 2000,

0373072004 TUE 16:25 [TX/RX NO 8166]
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owner of ICS and the company has lost money for

% ry year except %998 Def.’s Stmt. %% 90-93. 1ICS spent a total
\
f

approx;mately $208 000 in advertising throughout its existence

5
?nd spent notthg on advertising between 1998 and 2000, Def.rs
Z' Stmt ﬂ 94. ICS advertlsed on the Internet between 1995 and 1997

'&é;ng the IC5Travel.com domain name. Def.’s Stmt. ¥ 95. In late

..v \-'.u

. ‘,‘1- ]

ﬁ ~£hereafter, the ICSTravel.com domain name was shut down. Def.’

tmtu-ﬂﬁ 26-97, It was at this same time in 1998 that Smith became

oy M
adl v

é ployed in-a different capacity and ceased ICS' business. Def.’s

1 39, 'In 2000, I1CS, after being dormant for two years, begsn

f
ﬁﬁfengaga in webdesign. Def.’s Stmt. ¥ 104. Smith became aware

v@ﬁ.wép't his 8omain name Cheapticket.caom had become valuable and he

consldered elllng it. Def.’rs stmt. §¥¥.105-107. In May 2001,

lu‘

ther companies ana employing himself and his wife. Def.’s Stmt.

i X
54 ‘{‘;‘,]_.10~—114.’ . ;
l,J-.‘: e -
”;E"‘:.' ‘On . Decemper 15, 1999, Cheap Tickets sent a cease and

A RPA AT .
e SO 2

A

7\;?..rc . " "'
SN

Def.’s Stmt. T 115. In response, ICS’

L.
2 e
e

L8 -@::‘
R
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E: ﬁ'

? 4%_ .
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B
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w

ct

ct.

o

H

g
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0

n

i unsgl'representad that ICS had been the owner of the domailn name
r,“- .
heapticket com since 1995, Def.’s Stmt. § l16. Cheap Tickets
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Def.’'s Stmt.

On July 10, 2001, when Cheap Tickets again became

B
v e : '

‘?‘;a:‘r'é:'ofuthe opera}:ion of Cheapticket.com they sent another cease

-:"a.v."...- Eand desist 'Letteri pef.’s Stmt. 9 118. In responese to that

"‘. £, ﬁlétte,v:, ICS matitthted the instant action attempting to invalidate
b r

Jﬁr"\hﬁheép ‘I’J.ckets' marka. Id.

. I‘,_ o

} ; .+ , Prior to 2001, ICS did not use any terms that were
’lg"*' ?-pbtentzally related to Cheap Tickets. Def.’s Stmt. 9 119. 1In
&;‘Ba!& ‘4' ‘o

‘%?ﬂ« -,, dqeuments f:com 1696-and 1997 obtained from ICS” 'litigation against

';"' q.'ld Kiss thlare wag no mention of Cheap Tickets. Def.’s Stmk.

r&

\.

3.’1“2,'1:5-{ 3Eu_20.. Houavez:, soon after the launch of the Cheapticket.com
wﬁvim}kebsite, IC5 began to advertise itself as the “official site”

[ X “
ﬁx iy having been in business since 1966. Def.’s Stmt. Y9 121-125. ICS

' r-
' \ \
' l

Js
'y
Ln

tickets in various search engines and in

‘;ﬁag:t paid extra to have a listing of cheap tickets using the

.ﬁ' - e .: .
.-}ﬂé-;ckompound word cheaptickets. Def.’s Stmt. 47 126-135.
Lany .

e Co

;1ICS’ cheapticket.com website prevents comnunications from

:':f gzugtomers via telephone or e-mail. Def.’s Stmt. T 137. ~ The

A c‘a;s:.cmsc Cheap 'I.‘J'ckets had been informed by consumers that they

«qdohe business w1th ICS and mistakenly believed that it was

.‘\ u

16 Tickets. ne% s Stmt. 99 139-147.

' ':-_‘:.:T“'-‘"f"'-A. stated above, ICS’ travel business hardly flourished

.
. <
PP M t
1 . .
' - ~
Ve .n
B * 1
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Def.’s Stmt. 9 148. In 2002, however, ICS

<xuccessful and was named one of Travelnow.com’s top

1 with Cheepairlines.com for $50,000

Jl'
ér .tndnth ¢ Def.'s Etmt‘ 9% 149-150.

: @ 'r:‘\ PR R . ‘ :
BiodekdEs | ser : d- desist letter to Cheapairlines.com,

puring this litigation, Cheap

o Jhae b2

T )

‘5‘ rl dpy;.ng Ics on the communicatlon, alerting them to the marks of
4f {:_:-.\;;;é:“;‘ﬂ:-lc;c\;xéalh.T:.ckets. Def.l rg sStmt. 99 163-166. Cheap Tickets expressged
f;;f‘:_; i!:'oxicarn that a $3O 00 per ticket fee was exorbitant and was
?:EE;!" Bl Z).I.'Egally concealed on their website and causing consumers to

» %4

: belxeve that Cheap Tickets was charging & fee which they were not.

P

&“‘f lﬁf

}}" }“‘\ﬁéf"'s 'Stmt q% 167-168.* Cheap Tickets has documented at least

“"Iﬂ_@
.ﬁﬂi

s

ﬁ%&hdﬁ’\ [Tl .

:“;%,ght wenty :.nstemcea " of be:mg contacted because of the $30.00 per
wa A”P . .

i3, - ..
';;).,‘,& -"L‘ticket fea! Def.’s Stmt. 9% 180-193. These calls complaining

-v‘ﬂ-:

R 4t 0o 47 , . . . .
;.?rj‘lr: .~_‘_(s’“ab ut, the fees are disruptive to the business of Cheap Tickets.
A R

sl e
\"‘%f”"ﬁ o Dgf*'s Stmt "qY 171-177.
Ty

LTI A
T
”f'f‘.f".*-' v, Smith never heard of Cheap Tickets prior to his rxecelpt
"-(;;‘f“ [ lom .
of "*”S{'%f‘ the cease and des:.st letter on December 15, 1999, despite Cheap
- & 3 'lll “':'
oL W h
dyeds f{rickets recaiving ‘extensive press coverage since 1992.

4G,|~.

Def.’s

Lt "S‘tmt ‘T 151 smith has between 25 and 75 registered domain names

;li:.“wthh  inélude names which could infringe other registerad

P "
: :rgf‘&'fé\deinazks. pef.”s sStmt. ¥ 152. When Smith registered his

h‘.heaptickét com dopain name he did so under a nonexistent antity.

‘l'.!t'
R ) !

e ¢1 ""‘ # Cheap TleatS did not at that time chaxge a servica fee,
g & 455.111: now has instithted a $5.00 per resarvation fee. Def.’s June
'*25 2003 Letter. -
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q 153,

.o June .1.8, 2002, after the commencement of the instant

',l .
_:g.qkets, Sm..th and his wife prepared documents in response to a

,%1.5covery demand :.n the ICS v. Kiss action. Def.’s Stmt. T 154.
4

o ?:l‘riey worked at the.i’r counsel’s affice and did not have time to use

q.lu R

‘hé ccapy 'ma-:hn.ne a,nd, therefore, produced the original documents

» 4G .
A A

X 'Jz‘e.ch ,are NCw lost.| Def.’s Stmt. ¥4 155-156. Smith stated at his
] e !

v
glplbposition that these documents were relevant to the instant action

& '~‘ .’A"-. A
L"--%-and that'-he knew at that time about the pending document request

Hd &j.mef:l;v‘f;prong langua'ge admonishing IC8’ behavior. Def.’s Stmt. 1

:'ag Iowed e+miails to be deleted from his AOL e-mail account and did

npt make .other efforts to retain electronic business recoxrds,

.'

£ f'-m:~fj-1::=,., . j DISCUSSION

arE o T )

" A district court may properly grant summary judgment only
;Lf ‘the plaadings, depositions, answers to interrogatories, and

A

}f;g%‘? j’p'admn.s,sn.ons on file, together with the affidavits, 1f any, show that
"f 'I- ",

frak, *thera is no genuine issue as to any material fact and that the
..Pﬁpving party is entitled to judgment as & matter of law.” Fed. R-

R 1@}3{,«{ P 56(\.) The burden of proof is on the moving party to show
l -

i
1
' 1
!
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:‘Ehat there is nd genuine igsue oOf material fact, Gallo Y.

P bmdential Residential Serve,, L.P., 22 ¥.3d 1219, 1223 (24 Cir.

e ‘k_.ﬁ?, T

d,l:‘ F'n,ssé) (citing v. Commerce & Indus. Ins. Co., 524 F.2d 1317,
': 2t {:&3_2.0"(&1 cir. 1975)), and “all ambiguities must be resolved and all
iz%g“_l?lhferences drawn ,;Ln favor of the party against whom summary
;gé‘;\ﬁ:*;&dg‘!ﬁent is aought"’ Id. (citing Eastway Constry. Corp. v. City of
Hj§§%-¢¥ﬂ%51_;g, 762 F.2d1243, 249 (2d cir. 1985)); gse also Hayes v. New
';‘ri)f:\‘ %g’ﬂg"ditv Dept. &f Corz,, B84 F.3d 614, 619 (2d Cir. 1996).
%téj:“f,e{,‘! "B\ial dlsputes :that are irrelevant Or unnecessary will not be
15,2 ‘cnunced.:‘ 'Bnderset ibert _, 477 U.S. 242, 247, 106
& N *6-.1.
e §’*Ct‘ '2505, 91 L. iEd 24 202 (1986) (citing 10A Charles A. Wright,
X .-‘i' -Z;Lr‘th'ur-R Mi llez:, 'f& Mary Kay Kane, Feder Pracgtige and P dur

23

L
'3%%?

S 2725, at 93-95 (1983))

rd

1A i
& il A -,.'.‘.!_- . . .
g;fﬁ'sﬁ” ‘A party opposlng s motion for summary judgment “may not
¥

.-';‘;}3-“':’;.5 rest upon the mer‘e allegations or denials of his pleading, but

e

‘;g‘u éﬂ,’*‘&+ l.w.;. murt set ‘forth specific facts showing that there is a
- ~ T ' L)

LT PR

"-f_f’t ’qenu:.ne yssue for trial.” Anderson, 477 U.S. at 248 (quoting First

n.-\

e "ugt'l Bapk v. Cities Sery. Co., 391 U.S. 253, 288-8988, S. Ck.

mr e

’1575, 20417, Ed. 2d 569 (1968)). Under the law of the Second

¥ “.Circuit, - “when no rational jury could f£ind in favor of the

- .
..,
ao o

‘ft‘;‘g‘k‘n; ¢ D \
.-'- - *hoanv:Lng party because the evidence ig so slight, there is no

"" .1 .
- "ljanu:.ne isyue of material fact and a grant of swurmary judgment is

-"
" "‘ﬁ “fprdper. v . Gallo, 22 F.3d at 1224 (citing Digtecx ggui; neantal

.%’4%‘5:! ’< ﬁ. :ng, Inc,_, §59 1.2d 1108, 1114 (2d Cir. 19688)). Mere conclusory

,‘}l.: ”GM- f_]

,;7-

ur.g,- -
‘\n .
4.”.’
':
s
30

1
¢
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11egatlons, speculation or conjecture will not avail a party

See Kulak v. City of York, 88 ¥.3d

.t}pposn.ng SUmTaAry judgment.
Tt is within this framework that the Court

- BANALYSIS
.The pending summary judgment motions both revolve around

Y

u-
the' samq issue. That issué i& whether Cheap Tickets has a valid

\'-1"‘ Aub o M
rademark or whethér it is'a genex

-

ic term which cannot be properly

*’ ‘- {:.bject to Lrademark protection. This Court finds that, =as a

oy ,4 b
_F §fdlatter of. law, the' marks of Cheap Tickets arxe not generic terms,
£ i ¢ fe | '

uh ra,the;r are des‘,cr:.pt.we or suggestive terms.

Ve
~. \-'ll

;fx'p\;are ValJ.d ancf can be protected. ICS has willfully positioned

Thereforxe, the

élg ;to take advantage of the marks of Cheap Tickets and has been

i e o
.. ‘ﬂ";i,g_qm‘,

antaged by the ¥wrongful position.

TH RK IN T_AND PETITIO

-
.

R
<, «The Secozé.d Circuit has held that in orxder to successfully
ri g a .t.raclemark infringement and unfair competition action, the
fmg.k holder must establish that its marks are p:otectable and that
.4q

other entity is‘ using those marks and thereby confuslng the

“:;ﬂ‘" io. Seq Nabtsco, Ing. v. Harnes-L ambert Co., 220 F.3d 43, 45
The distinctiveness of a mark is pregumed when it

< .. .f. -, .‘ t
'Q;“"is registernd with the USPTO. Sge Lols Sportswealr USA, Ine, Vv

In addition,

~':Lg vi Strauss & Cg., 799 F.2d 867, 871 (2d Cir. 1986).
-"._t‘he USPTO’ s registration of the mark creates a presumption that the

K
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mea.ning. gee ArrowW Fastemer Co. v, Stapley

59 Fidd 384, 393 (2d cir. 1995). As a starting point, this
'Cdurt notes that .ICS has mnot presented the guality, nor the
-""{. : s '

antity, of evidence which is necessary to rebut these

The burden‘ is upon ICS to come foxward with evidence

J, +345 (2d Cir. 1999).
. Cheap Tickets’ service marks are not generic, but rather

descripi ive or suggestive. In Abercrombile & Fitch Co, wv.
537 F.2d 4, 9-11 (24 Cir. .1976), dJudge

3¢ J.ngrediexnts, qﬂxalitles or characteristics of the goods Id.
.B'*Gburt bel:.evé‘s that Cheap Tickets’ marks do not, in and of
:Lndica;te that Cheap Tickets sells travel sexvices.

as Cheap ’l‘ickets argues, a cousumer could reasonably

ICS has provided a plethora of evidence attempting to

demonstrate that the Cheap Tickets marks are generic terms.

11
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Ve " ¥

érefore, it i= I¢S' position that Cheap Tickets marks can not be .

. This Court agrees with 1cs! recitation of the law but holds

at- Cheap Ts ckets marks are not genexic., 1In support of their

&, . az
‘x’."(‘:i'i:'nbs:\.tion, and summary judgment motion,

.
]

1cy provides literally

,i'lundrsds of - examples of the use of the separate words cheap and

"-‘-ti'gkét(s) . in add:.tlon, their argument is multifaceted and

,’gncludes that the sepaxate words cheap and tickets have been used

3
Y !or over 100 yea.rs, the use of these words has continued unabated,

'-.-‘

T compet.’i.tors use the separate words cheap and ticket, Cheap

' el ';Eiqkets has uged the words cheap and ticket separately, other
l.,'.'. .

upompanies have refused to cease and desist from using the woxds
‘_t:‘ely, and the words appear separately in a dictionary and the

off' a, book.; There is a major distinetion between ICS’
= ,
guments and the type of conduct that ICS has engaged in. ICS

RN .

oésj‘ not«uae cheap and tiecket(s) separately. Rather, ICS

i . r‘..L .
e's§ “:antead of the domain name ICSTravel.com which it had

:The Cou_ri‘_ has reviewed the voluminous exhibits which ICS
C i
bm:.tted with itsg:original motion and with the first and second

hxot:mns to. supplement. After reviewing all of materials which have
this Court cannot find that cheapticket is a
tera. Ics makes many arguments which all involve the

itg.and how they support a finding that the terxm is generic.

12
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injunction, is particularly persuasive. See TCPIP

Lard

j: Holding Co. v. Haak Communications, Tne., 244 F.3d 88, 100-2 (2d

."A '.u L

{axr-.- 2001). That case, as in this case, involved the use of domain

::“L;i' "'hamés .among competitors. The Second Circuit was particularly
fdeds .

LoLERsT 0,

;g‘ conCerned that consumsrs would be confused by domain:names .that

e n\l" R
' h~ : .
A B!Were very similar end, in some instances, the Only difference being

v‘;‘,s"a plural word form or “.net” instead of “.com.” Id. The instant
,.case is no-different. ICS is using Cheap Tickets’ domain name in

A

3%

e s:.ngular form ahd this is likely to cause confusion. Moreover,

'? d'é}magllng confusion has already occurred.

‘{; : :}L‘; , This cou:rt also finds that Cheap Tickets’ marks have
\,39 Y \cé)ll:l:l-.eVezd .slecondary' meaning. In determining whether seccndary
':'.' L "'_ea:mn.ng has been acrha.eved Courts in this circuit utlllze factors

¥ luding M (1) adS/ertising expenditures, (2) consumer studies
:(. 'kir;g tbe mark tol a source, (3) unsolicited media coverage of the
E«. toduo:t, (4} salesll success, (5) attempts to plagiarize the mark,

i d (6) length :md exclusivity of the mark's use.” Centaux

Y { 1N
}@1 ‘ ommunicati( ng. ng v. A/S/M cmmzcatlonaz Inc., 830 Fr.2d 1217,
; Lty i Ll ».L L

' 13
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| cucar BT Yy e =

1987). Bll of these factors need not be proved, and
1

-
[

1 9ingle factox is determinative. Id.

L T i undisputed in this action that Cheap Tickets has

Based on this

ﬁ‘

.!f
iy ', -
“havertising, Cheap Tickets has had great commercial succesgs and has

%)én't':.vast sums of-:money advertising its services.

sold .billdons of dollars of travel service. This factor weighs
[ . ] .
:';;.{',héavily in.favor of finding secondary meaning. Cheap Ticketsa has

Vet vy’ PO
.?@‘-;\_:].sm sreceived unsolicited media coverage in television and

Bz el
¥l NGk ‘j. . . R . N
‘I“#. " ? publications. The company has even been menticned during a Senate

! 'ixéaring of Tnterpet sales.? This factor also weighs in favor of
gl '
- "f-;’__f:lndir;g secandary meaning. A study conducted in 2000 showing that

',‘g;t' _éu.bétantial gegment of consumers were aware that Cheap Tickets
';".\:,\"-' o

Yo pold: trdvel serviges also weighs in favor of finding secondary
e '

- heahing.. Finally, many companies have attempted to uvsa Chaap

. i
]

g e

.'!.;:1‘-' i '_‘l .

s }il‘).lckete':marks which also weighs in favor of finding secondary
T Y

: Lé;ﬁéanind."-
‘,QQ'}.‘;’;‘;" .4 '+, Having found that marks are distinctive and entitled %o

G ARGET L e

SN .

o B, 'ﬂ:}?gt.q.ctior;, this Court must now conslder whether ICS’ acts are
Ut O \‘. 4 :- \

IE‘ % ¢

#.kei'y to cause cohnfusion. The fist observation this Court makes

1«

L) 1
=.'| T L PO 'H -. . M . U
«i‘iﬂ.-;_;% '3'that. conjusion l}as already occurred as presented ta this Court

Lt - X
.;-°‘€Emg§-,f§..‘.t L :
et w il wia . affidavits. jHowever, this Court will analyze whether a
] pxt '_‘.‘..‘- < .

.V: el vl . 1

N, ?:?kllhood of confpsion exists using the Polarovid factors. Sse

N G AT p

TR A :

5 ,‘,'_.;,’-_Cheap Tickehs was discussed at the Senate Commerce,
ciénce and Transp?rtation Committee’s July 20, 2000 hearing on

é"'gﬁﬁa‘:chasing airline tickets via the Internet.
Fal . . . i
Tk T ', 14
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| . O

aboid Corb. v. Polaroid Elactronics COrp.. 287 F.2d 492, 495 (2d

19'61) . Thase', factoxs are: (1) the etrength of the mark,' (2)

"-he.dégree of aim;larlty'between the two marks, (3) the competitive
: (X3 \.:5

: t:'f:m_zimlty “of <he products, (4) actual confusion, (5} the likelihood
Fotign” ' = . -

he _--pla:mt:.ff will‘bridge the gap, (6) the defendant's good faith

o L

. :n adcpting its max:k, (7) the quality of the defendant's products,
\'h‘-, ;-\'RL |

'-. ,'.::1- hnd, {8) the s:;ph:.s:tlcation of the purchasers. See Mobil Qi) Corp.
818 F.2d 254, 256 (2d Cir. 1987).

~Umder the f:.rst factor, this Court finds that Cheap

money «an advertising. Their marks have achieved sacondazry

eAning and are, indeed, quite strong. The secaond factor clearly

‘4 |"

'_:.s iagtablished as the marks are virtually identical but for ICS not

CDf,‘NI.Y. 1994). WNo serious argument can be made that the terms
eaptlckei; and chpapt:.ckets are not simjlar.

e ‘The third Palargid factor also weighs in favor of finding
;fgéion: Cheap Ticketa and ICS offexr their services in close

‘ .
‘. .

o,
yoximity to each o:ther via Internet sales. This case presents an

15
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g rest:.ng twist to this Factor as it dees mot involve traditional

. ®his GCourt has veceived no evidence as to where the

, bmputer servers hosting the websites are located, but finds that

ﬁ".ponsumer's who ,are likely to be confused are in proximity to
]

o'th'. 'IGS and Cheap" tl‘n.ckets via the Internmet. This finding is based

‘-
AN l..
sk

efendantz : The fourth factar, actual confuaion, weighs in favor of

“ﬁ:héllng a 1Lkelihmod of. confusion. Cheap Tickets has already

t"'

@ccumeﬁted calls camplaining about ICS’ services. While the Court

o T | :
\,haar oot ‘been overwhelmad with documentation of hundreds of

acd'mplalnts, although they pxobably exist, the confusion which has

i:s!aen documented most likely is the ™“visible portion of the

& berg-" . Sea Glohe-Unien Inc. v. Clark, 311 F.2d 819, 822 (Cust.

Eat"‘App. 1963). This Court alsc believes that only a part of

'e consumers have been identified because not all conaumers would

[,sxealﬂ.ze Cheap Tickets was a separate entity and may not call them
HOENRON

9‘.‘4\‘:‘ :
! " lLl" n. -« 1
factor as there 1is ‘ho need to bridge a gap since the two companies

.-‘ v
e .

,‘='bperate in exactly the same type of business. 3ee paddington Coxp.

' 16
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:er Chaap Tickets had establighed their marks and heavily

%
.

1 westad in advertising, ICS began to do business under the name

apticket cam. Perhaps Lf ICS only ugsed the domain name, and

xng more, this Court would not ba able to find bad faith. But

a very similar advertising slogan as Cheap Tickets. This

; rt.cannpy tell whether ICS had previougly used this advertising

nely
f.iCS" busineaa.. ICS was aware, at the time of its website

.(..
i that Cheap Tickets’ website was operating. Despite that

nghl

dﬂiqsion, ‘I0s did! nothlng to place a disclaimer on thelr website

a1

ghat they WBLE not afflllated with Cheap Tickets. Conaidering the

w'ev:.dence that tlu_s Court has been presented with thers can be no
"‘y" o
%+nd1ng other than ICcS acted in bad- faith by utilizing

'
_Fheaptlckat .com to,conduct their travel business.

Ah g _This Court also believes that tha geventh factor weighs
favor of.a llkelihood of confusion in that ICS’ services are

1qfexlor to that of Cheap Tickets. Cheap Tickets provides e-mail

L'.'a.. .
dresses and phone numbers for customers to use when utilizing

b

.
't their . services. ICS provides . no such contact information. In

anition, a 830 per ticket fee ig not immediately disclosed on the

pd -'
DT ML

ity :
'iﬁ&?"?}n favor. ot a 1ikelihood - of confusion. The last factor also
R -«w-.e-- : . .

<ﬂ

17 -
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general public to be misled. See Something 0ld. Something New,

. 98-CV~7450, 1999 WL 1125063, at *10 (S.D.N.Y.

-ty

S

A fﬁJ_ ;.
N |
>
~c—-1_l

o i
11999) . These ordinary consumers are not overly sophisticated,

ﬁhﬁgﬂ?r’f.egfpite the fact that they are purchasing items on the Internet.
hﬁ”;:,ﬁ:‘rha.s factor:weighs in favor of a likelihood of confusion.
i .-.:."‘!‘-'-.':,“.':t 'Accordin'{zly, this Court finds that summary judgement is

opriate necause an evaluation of the Polaroid factors can only

23
W,

X

- o0 Ad
h
3P
S 2H5;
e f s el
355 ‘3_-
z
.
rl

|
¥ie,
.

) -,regard to cheap Tickets’ marks. gSee Cadbury Beverages, Igc.
TapiEnpd o, R

PR - GOhE QQ@" =r 73 F.3d 474, 478 (2d Cir. 1996).

' i i TR RSQUATTT NS OTECTION

U, g

,’éq..w'r:’ e Cheap Tickats also moves for summary Jjudgment on its

P'Z . 1
%Lgd to f:.nd_tng that ICS’ conduct creates a 1ikelihood of confusion

J s 27 . 0o
;i éﬁaim .undt?r the | Anticybersquatting Consumer Protection Act
‘j AGP ”) To establ.zsh this claim, Cheap Tickets must astablish

’f; tl;:q:t (i) it nas a distinctive or famous mark, (2) ICS’ conduct in
r-,fﬂ)“ “' ‘.'. '

) lé?lng Cheapta.cket com was identical or confusulgly similar.to Cheap
u.u*

X 'ﬂ"' g,ckets' mark, and, (3) ICS had & bad faith intent to profit from

.

?\:' .thé mark. See 15 U.S.C. § 1125 (d) (1); Sportv's Famm I.L.C. v.

"l'“ 'l\' Iy
ﬂ. (' rorle

LA §§Qrtsman 8 _Mkt.. Ing., 202 F.3d 489, 496-97 (2d cir. 2000). As

"‘&,@r' -.<:d1§cussed above, there is no doubt that these factors have been

RO
41323] + 4, n.-ébﬁablz.shed.
-J

-

18
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'(kmeap Tiﬁkats had a distinctive mark when ICS registexed the

[ ¢I‘

gZﬁ :Cheapticket.bom domain name. It is undisputaed that the USPTO had
o -~

l".». o« '.'\" !

aéi? already found the Cheap Tickets’ marks had acquired secondary
L) ‘h l

v\l

:gfg,”ﬁeaning and that Cheap Tickets had spent large smounts of money for

"'“aavertlsrnq- In addition, the USPTO found that Cheap Tickets had

‘iexhensive sales. The second factor is established in that, as
'.‘ l‘| l N

form ‘by ICS. The third factor is alseo established, as discussed

: 'ﬁ";:-:u' : ‘
RENAG _
;§ﬁ21~. I) the tradcmark or other intellectual property rights of
e-pe sod, if any,) in the domain name;
wqﬁ) .the dxtent to which the domain name consists of the legal
’-aﬁé*éf the person or & name that is otherwise commonly used to
£ ikienticy- that persén;
~“(III) 1the - person s prioxr use, if any, of the domain name in
%i6¢nn?mtion'W1th the bona fide offering of any goods or services;
“(XV}- the person's tona fide noncommercial or fair use of the mark
U ;E 1a §ite -accessible under the domain name:
dign JFKV} he person's iatent to divert consumers fLrom the mark owner's
¥ ]:“ vhline location to-'a site accessible under the domain name that
;‘*'wrcquld harm the goodwill represented by the mark, either for
3 ot commerc1al gain or with the intent to tarnish or disparage the
métkraby creating a likelihood of confusion as to the source,
.%h'u-sponsqrshlp, affll;atlon, or endorsement of the site;
gﬁu,ﬁ'WVI) the person's offer to transfer, sell, or otherwise assign
B SR .the, demain riame to the mark owner or any third party fox
Q§&' 'financlal gain without having used, or baving an intent to use,
3 ” tha dOmaln name in. the bona fide offering of any goods or
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Eébtqrs and could .rest our analysis on our previous finding of bad

e ; !

ifaith.: See 25 U.5.C. § 1125(d) (1) (B) (1). But briefly, ICS has
e 4
\ _? évér:usg@ Cheap Vickets or Cheap Ticket as its company’s name.

B LRI
¥, ICS -decided when it reentered the travel business "to use

o I A R )

oihir. ¢t Cheapticket.com as a domain name. The first, second, and thirxd
ie LY ' .

’ﬁfﬂ,.jhptprs all militate towards a finding of bad faith. ICS does not

.
""4‘.-7 P2

gin
'€|r; See .

! ° yse-Cheapticket.com in & noncommercial or fair use manner and,
l|-:::|::,:3‘ . - . 3, A
ik thérefore, the fourth and fifth factors weigh in favor of a finding
ot S IR . *

n{ j& M ¢

BN YHOF ‘bad faith.

ﬁd
":ﬁ*f:.- The seventh and elighth factors weigh in favor of bad

th«-becavse onge ICS became aware of the value of their

Iy
LRI Spd) -_ﬁh"e.c" .

i, L loheapticket,com domain name -- a value which can only be explained

i
Q;?Eﬁ%gﬁxkpeﬂinfringement of Cheap Tickets’ marks ~- Smith admitted that

A o . .
"@@Lﬁ'wapted;to sell it. The elghth factor also weighs in favor of
Chf o ;

d bfanfaith:as.ICS Has registered domain names which may infringe

C gt -
t

;&
d PN TR
e

L) :
rvices, ,or the pérson's prior conduct indicating a pattern of

RS ) -
g%?hgbpdqet; !
‘Z*;)phﬁé@perSOn's_provisiOn of material and mislezding false
G

Yﬁééﬁjidfdrmatiod when applying for the registration of the

R in;damé, the pdrson's intentilonal failure to maintain

Beguidtaiontact information, ox the person's prior condutt
ndicdeing e pattern of such conduct;
5 fﬂf};:‘thé"person':}‘, registration or acquisition of multiple
dothain riames which jthe person knows are identical or confusingly
fE i Asimilar to marks of others that are distinctive at the time of
tae ;"ﬁ‘ ‘::&e‘q:l:sl;trat,io‘n of such domain names, or dilutive of famous marks of
?*dw;gfhers that are famous at the tims of registration of such domain
“ornames, -without regard to the goods or services of the parties: and
&{IX) thé extent to which the mark incorporated in the person's
JLi ndomain name registration is or is not distinctive and famous
“3”:49 Sithin 'the' meaning of subsection (¢) (l) of section 43.

S
A A
N 1
M

16 U48,C. § 1125(d) (1) (B) ().

20

03/30/2004 TUE 16:25 [TX/RX NO 8166]

[do21




. .o tf-u'nous ways The 'fact that the Senate would use Cheap Tickets
REia .
e L‘-:dura.ng a conference is most telling to this Court as to leval of

K S«'n. (;n L
e 0 0 This Court holds that ICS has violated the ACPA, and as

. nl-.-l hl ) w",
ahet ol Y .
PR e
rr&%. ‘Ig)jg matter of law, Cheap Ticketsa’ motion for summary judgment is

e .
. }‘Jl o

:“. ol :. | 1 .
'"'5%(:‘)'&_ frglntqdn .
N N SO SANCTIONg

39,

i

L4
4 '.‘—,nli’.‘z‘
1.

rd

‘Cheap Tickets has moved for sanctions against ICS
'1 ;ursuant te Rule 3'7 of the Federal Rules of Civil Pracedure. This

E:Lon is based on allegations by Cheap Tickets that IC3 has
El
'a}lowed the destruction of ICS business-related e-mails and that

v- i 4
4,“ IrCS lost the original copies of their businass records. This Court

Q?%MtTﬂﬁeeply eoncerned by the conduct of ICS, particularly their
..:. N e
-in,ability to presexve any recaords from the original travel

usiness. However' this Couxrt deoes not take sanctions lightly,

i

'; .gat‘fxex, this Cou.rtlonly issues sanctions for the most egregious
by gty - . ‘

: {olat:l.ons ot discﬁ:very. ICS were the ones who initiated this
AP |

‘AWS\:IJ.'E-. and knew,
..~?§?;nslblllty to p:rotect business records. ICS did not presarves
ma:.l communications even after this lawsuit was commenced or
3 ;ter rece:.vlng warr]p.ngs from Cheap Tickets. The Court finds that
%CS'. gross. Jack of[care in malntaining their recoxrds after the

{ or should have known, that they had a

-
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f this, lawsuit is worthy of sanctioms.

‘ :The Second Circuit has stated that gross negligence in
‘ ]
1e. destruat.ion of evidence can by itself be enough for the

:i;jngosition ox sanctions. See Remidential Fundipag Corp. y. DsGeorde
-Fiﬁ, Corp., 306 F!3d 99, 101 (2d Cir. 2002). ICS cannot Come

fhfc.)pward at this point, after allowing e-mail to be deleted, and
PATTLER |

i<:‘1a:i.m that e-mall comunications are upimportant. See Capellupo v.

@ﬁg c £p.4.126 F.R.D, 545, 551 (D. Minn. 1989). A étrong argument

c'é stroyed. But eveh assuming that the cease and desist letters did

: ne ot put ICS on notlce, ICs 1tse1f hired an atterney and brought the
el e ™

J.n.stant action. Cer_ta:_nly at that time, ICS subjected itself to a
esponsibilnty to maintain all evidence. At the very least, upon
kece;pt of Cheap Tickets’ document request, ICS should have made

"‘. diligent eff orts t¢ protect all evidence.
; .5, -+ 1IGS did not make any efforts at all. Allegedly, the e-

190
all provj_der has an automatic deletion policy which causes e-mails

tl‘z' be automaticalil.y deleted. However, ICS, knowing ‘that it
. i:!ps'tltuted A lawsqi.t, should have printed out e-mails and taken
E."“:,t}:i-er reasonable .pteps to protect these potentially important
_épmum.cat;ons. Th s is particularly relevant to this action as it
AN i

xilvolvés Internet based companies who frequently communicate via

'légtromc methods.! Cheap Tickets will never know for certain what
St . : .

22

03/30/2004 TUE 16:25 [TX/RX NO 81661

hoz23



(25
Y

ey
‘v):’o..
1 it &
i <58
& 3 X

7t o

céntamed w;.thﬂn those communications.

ﬁ‘urther,,ICS lost all haxd copy business recoxrds for

ﬁéﬂ.r.travel bus:v.nl’sss when they produced documents in the ICS
p ‘Ki_S_s_ matters. 'rlus' Court is aware that as a sanctlon, their case
40 i as* -d,msn‘ll_l;;::sed in Lhat action, While ICS was punished in that
! fgggié;,‘Wit}.l what :.;'s the ultimate penalty, that does not preclude

= ""court from alisc penalizing ICS in this action. Though this

4
T

el e
;inqlrg'a,: taréful with the pregervation of e-mail. The loas of the

’v!.".tll

‘.%E%o?’s‘iness records infers that ICS haa acted grossly negla.gently in
3 v‘ 4 r-:“w :' " 1
",. "'&:h;.s action.

’E.I{“‘ *!‘ As a result of the continucus destruction of e-mail,
'NE%EE\"”“\'Cheap Tidkets was forced to conduct costly third party discovery.
‘qk:’%:{.:‘.if‘!.‘rl‘xjtéﬁ;:llscoveny did, in fact, result in e-mails being turned over to
:'JE,‘?&;‘H ,;cl:zeap Ticketa by the third parties. In other woxds, this was not
..‘p wat

iw.,-. a fish:.ng expedition which resulted in no findings. Cheap Tickets

;--_—s
o~

2Tt
oy o
L
's‘-

fooars
s,

‘.Iq
By
-.0- 5 .
¥

:

S

Pris Court, therefore, sanctions ICS by requiring the

oo Y .
e’ a3 oLaT

B ;,ﬁ\...{p"éYmex.lt cf Cheap T.ickets’ legal fees and costs in conducting the
"J'?'-wfﬁ" h

.'f-‘.‘_ 5’;.,‘ 'Fhird party discoyery which was necessitated by ICS" grossly

el

RIS T L

“‘j“lﬁ.\: ‘ergligent loss of s-mails and documents. In additionm, ICS will
.'“.' _':ra ..... i

'?'3;; ,1,, ‘:‘allso pay Cheap Tickets for the legal fees and costsg associated with

i
[z ,-.

Y }naklng Lhis mot:.on'for sanctions. ' .

?
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"...' 1, \ ' _‘
|
l
1

‘0373072004 TUE 16:25 [TX/RX NO 81661

ho24



: 2 ~18pel? !
B Ty
. qfrx

g ; ‘__..;.‘LN"'"'

Lo 0 oN :
..&-.,‘-.‘ ‘! 1 .
"' ?;;:'" KR As diScﬁ.SSEd above, this Court rules as follows with
fprilers )
; Ll‘a‘ %g;;,a .to he pending motions:
’l‘ ,:. ig}:'r‘-.."
iﬁj,-. ‘ﬁ'ifkt‘:‘ : ‘befendant's summary judgment motion as to Plaintiff's
SYRA -»x-'j'-'nufl
P - 4,
; unfair competition, and cybersquatting
t'"'g:enérlc term and not a valid trademark is DENIED.
P L I
-3 : :
_Ji' ',-;.r 1 , « A '
A, SO ORDERED
e !
"‘.':'.;';; : :s ‘l ' .
PRy .
Central ¥slip, New York
March < 7 2004
\
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EXHIBIT F



UNITED STATES DISTRICT COURT F OR THE
EASTERN DISTRICT OF NEW YORK

Civil Action No. 01 CV-4768
INTERNATIONAL CONSULT ING SERVICES,

L1D., d/b/a/ICS Travel
JUDGMENT PURSlll.A‘I}TT.—I‘ % Fed.R.
Plaitiff and Counterclaim Defendant, | Civ. P.58(d) ., ... = e
—ugainst— U S 10 v v el Y
CHEAP TICKETS INC., % APR 002004 &

Defendant and Counterclaim Plaintiff.

LONG ISLAND OFFICE

This action came before the Court, the Honorable Joanna Scybert presiding, ori motions
for summary judgment pursuant to Rule 56 of the Federal Rules of Civil Procedure submitted by
both Plaintiff International Consulting Services, Ltd. (“ICS”) and Defendant Cheap Tickets Inc.
(“Cheap Tickets”) and on 4 motion for sanctions submitted by Cheap Tickets. The issues have
been duly considercd and a decision was duly rendcred by the Court on March 29, 2004 granting
summary judgment in favor of Cheap Tickets on all of its counterclaims against ICS, denying
Plaintifl’s motion for summary judgment tliat Cheap Tickets’ trademark is a generic term, and
granting Cheap Tickets’ motion for sanctions.

Accordingly, it is ORDERED and ADJUDGED:

1. 1CS, and any officers, agents, servants, employees, or allorneys of ICS, and all others in
active concert or participation with them (collectively “Pefendants™), are permanently enjoined
from using the CHEAP TICKET mark or CH EAPTICKET.COM domain namg, or any mark or
domuin name similar to or likely to cause confusion with Cheup Tickets” CHEAP TICKETS,
CHEAP TICKETS INC., and CHEAP TICKETS INC. & Design marks in the sale, offering for
sale, advertising, or promoting any services or products, including travel services and products al
any Jocality in the United Statcs: from passing Defendant’s services off as being associated with
Cheap Tickets; from registering the CHEAP TICKET mark; and from committing any other
unfair business practices directed toward oblaining for themselves the business and customers of
Chcap Tickets;

2. [CS must transfer the CHEAPTICKET.COM domuin name to Cheap Tickets within ten
days of the datc of this Judgment.

3. Within ten days of the datc of this Judgment, ICS must surrender for destruction all
products, labels, packaging, advertisernents, and olher materials bearing the designation
associated with Defendant’s CHEAP TICKET or CHEAP TICKET.COM mark pursuant to 15
US.C § LLIg



..

4. Effective the datc of this Judgment, any state or federal trademark obtained by ICS of the
CHEAP TICKET or the CHEAP TICKET.COM mark be canceled and declared null and void
pursuant to 15 US.C. § 1119;

5. T'hat the Cheap Tickets’ trademark is not a generic term;,

0. Profits made by 1CS, damages suffered by Cheap Tickets, costs, and attorncy’s fees,
pursuant to the Lanham Act (15 U.S.C. §1117 (a) and (b)), and sanctions pursuant to the Order
dated March 29, 2004, will be awarded to Cheap Tickets in an amount to be determined by the
Court afler submissions by the parties and « hearing, il necessary.

Dated: Central Islip, New York
Aprit 7, 2004

SO ORDERED
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TRADEMARK
Docket No. 302082400630

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INTERNATIONAL CONSULTING SERVICES, | Cancellation No.: 92032311

LTD. d/b/a ICS TRAVEL
Consolidated with Oppasition No, 91124251
Petitioner,

v,
CHEAP TICKETS, INC.

Respondent,

REVOCATION OF POWER OF ATTORNEY AND
POWER OF ATTORNEY UNDER 37 C.F.R. § 2.11

Commissioner for Trademarks
2900 Crystal Drive
Axlington, VA 22202-3513

Dear Commissioner:

Respondent hereby revokes all previous powers of attorney and appoints Philip T.
Besirof, Sherri N. Blount, Genevieve S. Burch, Barry E. Bretschneider, Thomas E. Ciotti, John
F. Dclaney, Stephen C. Durant, Kimberly A. Eckhart, W. Brian Edge, Maame A.F. Ewusi-
Mensah, Christopher E. George, Edward W. Gray, Jr., Douglas Hendricks, Lynn M. Humphreys,
Gladys H. Monroy, Kate H. Murashige, Carole E. Reagan, Aaron P. Rubin, Andrew N. Spivak,
Rosemary S. Tarlton, Jennifer Lee Taylor, Pia Yu and Dean J. Zipser, all members of a bar of a
state in the United States, all members of a bar of a state in the United States, as its attorneys
with full power af substitution and revocation, to transact all business in the Patent and

Trademark Office in connection with the above referenced cancellaton proceeding.

sf-1699705
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Please direct all communications to:

Rosemary S. Tarlton

Morrison & Foerster tie

425 Market Street

San Frencisco, California 94105-2482

Please direct all telephone calls to Rosemary S. Tarlton at (415) 268-6810.

5 /rofo ~
Date” U Signature

73495767 P

Telephone No. (J/ Print Name and Title

John K;m) Genepral Cow\se/'

Cancellation No. 920323} )
Opposition No. 91126251
Docket No. 302082400630

2f-1699705
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